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SUPREME COURT OF THE UNITED STATES 


PerE ALFREDO LuIs BAGLIN, Superior General of the Order of 
Carthusian Monks, for Himself and All of the Other Mem- 
bers of said Order, v. CUSENIER COMPANY. 


(31 Supreme Court Rep., 669; 169 O. G., 449.) 


Vay 209th, rort. 


. JURISDICTION—DIvERSITY OF CITIZENSHIP. 
\ federal court has jurisdiction of a suit for trade-mark infrings 

ment and unfair competition, between the citizens of a foreign coun- 
try and a corporation organized under the laws of a state. 
JURISDICTION—REGISTERED TRADE- MARK 

A federal court has jurisdiction of a suit brought to assert a 
right acquired by the registration of a trade-mark under the federal 
statute. 
3. GEOGRAPHICAL TERM—“CHARTREUSE.” 

The word “Chartreuse,” though originally a regional name, is not 
now in its primary or familiar significance a geographical term, but 
is a good and valid trade-mark. 

4. ForeEiGN Ponicke MEASURE—EXTRA TERRITORIAL EFFECT. 

The French Law of Associations of July 1, 1901, under which 
the order of the Carthusian Monks was dissolved and its members 
exiled from France was a police measure and inoperative. to affect 
property rights of the order outside the republic 


to 





14 $ THE TRADE-MARK REPORTER 


5. DevoLuTIon oF TRADE-MArks—TiITLE FoLLows THE BUSINEss. 
The title to a mark follows the business, the product of which it 
distinguishes. The business conducted by the monks at Terragona, 
Spain, after their expulsion from France, was the legitimate successor 
of that previously carried on by the order. 
6. ABANDONMENT—INTENT AND Non-UsSER. 

The mere disuse of a mark does not work an abandonment 
There must be an intent to abandon, and such intent is not consistent 
with a continuous and determined assertion of right to the mark. 
Tite TO MARK—“CHARTREUSE.” 

The order of the Carthusian monks located at Terragona, Spain, 
is the lawful owner of the trade-marks registered by the order in the 
United States, prior to the passage of the French Law of Associa 
tions, its title thereto is good and valid and its right to enjoin in- 
fringement thereof is unimpaired. 

8 Unrair COMPETITION—“CHARTREUSE.” 

The French liquidator of the order or his grantees should not be 
allowed to use the word “Chartreuse,” as the name of their product, 
or otherwise, without clearly distinguishing such product from that 
of the complainants. 

9. INJUNCTION—CONTEMPT. 

The use of the words “Peres Chartreux” held not to be a viola- 
tion of the injunction granted in the court below, but its propriety is 
questionable. 


“J 


Appeal from the United States Circuit Court of Appeals for 
the Second Circuit and writ of certiorari to that court. 

For opinions below, on motion for preliminary injunction 
and on the merits, see 156 Fed. Rep., 1015; 141 Jd., 497, s. c¢. 
72 C. C. A., 555; 156 Fed. Rep., 1016; 164 Id., 25, s. c. go C.’C. 
A., 499. 


Messrs. Philip Mauro, C. A. lL. Massie, and Ralph L. Scott, 
for appellant. 
Messrs. Adolph L,. Pincoffs and Roger Foster, for appellee. 


Mr. Justice Hughes delivered the opinion of the court: 

Pere Baglin, Superior General of the Order of Carthusian 
Monks, for himself and the other members of the order, brought 
this bill in equity against the Cusenier Company, a New York 
corporation, to restrain the infringement of trade-marks and un- 
fair competition. 

The complainant had a decree in the circuit court, and this 
was modified in certain particulars, to which we shall presently 


refer, by the circuit court of appeals. The complainant then 
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appealed to this court, and motion was made to dismiss the ap- 
peal, it being urged that the decree below was not final. Com- 
plainant then petitioned for a writ of certiorari, and this writ 
and a cross-writ asked for by the respondent were granted. 

The facts, so far as we deem it necessary to state them, are 
as follows: For several hundred years prior to 1903,—save for 
a comparatively brief period following the French Revolution.— 
the Order of Carthusian Monks occupied the Monastery of the 
Grande Chartreuse, near Voiron, in the Department of Isere, 
in France. This was their Mother House. There, by a secret 
process, they made the liqueur or cordial which, at first sold 
locally, became upwards of fifty years ago the subject of an 
extensive trade and is known throughout the world as “Char- 
treuse.” The monks originally manufactured the liqueur at the 
monastery itself, and later at Fourvoirie, close by. It was mar- 
keted, here and abroad, in bottles of distinctive shape, to which 
were attached labels bearing the inscription, “Liqueur Fabriquée 
a la Gde. Chartreuse,” with a facsimile of the signature of L. 
Garnier, a former procureur of the order, and its insignia, a 
globe, cross, and seven stars; and these symbols with “Gde. 
Chartreuse’ underneath were also ground into the glass. In 
1876, the then procureur registered two trade-marks in the Pat- 
ent Office, and these were re-registered in 1884, under the act 
of 1881 [21 Stat. at L. 502, chap. 138, U. S. Comp. Stat. 1901, 
p. 3401]. In the accompanying statement the one was said to 
consist “of the word ‘Chartreuse,’ accompanied by a facsimile 
of the signature of L. Garnier,” and the other “of the word- 
symbol ‘Chartreuse; ”* and the combinations in which these were 
used were described. 

In the year 1903, having been refused authorization under the 
French law of July 1, 1901, known as the associations act, the 
congregation of the Chartreux was held to be dissolved by opera- 
tion of law, and possession was taken of their properties in 
France by a “sequestrating administrator and liquidator” ap- 
pointed by the French court. Forcibly removed from their for- 
mer establishment, and taking their secret with them, the monks 
set up a factory at Tarragonia, in Spain, and there according to 


their ancient process they have continued the manufacture of 
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the liqueur, importing from France such herbs as were needed 
for the purpose. 

The French liquidator, Henri Lecouturier, employing a 
skilled distiller and chemical assistants, undertook by experi- 
mentation to make at Fourvoirie a liqueur either identical with 
or resembling as closely as possible the famous “Chartreuse ;” 
and, having succeeded in this effort to his satisfaction, he placed 
his product upon the market under the old name. His agent in 
this country, under date of October 25, 1904, issued a circular 
containing the following announcement: 

“T take pleasure in informing you that I have been appointed 
sole agent for the United States and Canada for the Grande 
Chartreuse Liqueur. Within a few days I shall receive a ship- 
ment and therefore will be able to execute orders. As there is 
a very extensive demand for this cordial, I shall not be able to fill 
large orders in full, but I trust that, within a few weeks, I will 
have sufficient stock on hand to enable me to satisfy the demand 
through the Cusenier Company, whom I have appointed my dis- 
tributing agents. 

“Nothing has been changed in the putting up of the products 
of the Grande Chartreuse, which bear the same labels as hereto- 
fore, the only guaranty of authenticity and of origin of the Char- 
treuse made at the Monastery.” 

The liquidator’s cordial was shipped to this country, and 
sold here in bottles of precisely the same description, and with 
the same marks and symbols which had been used by the monks ; 
if there was any difference it is frankly stated to have been 
unintentional. 

Meanwhile the monks, debarred by the proceedings in France 
from the use of their old marks and symbols in that country, 
devised a new designation for their liqueur, in which prominence 
was given to the words “Peres Chartreux.” The new label 
bore the inscription “Liqueur Fabriquée a Tarragone par les 
Peres Chartreux;” and this was accompanied by the statement 
that “this liqueur is the only one identically the same as that 
made at the Monastery of the Grande Chartreuse in France, pre- 
vious to the expulsion of the monks, who have kept intact the 
secret of its manufacture.” To negative the claim of abandon- 
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ment they made a small shipment to this country under the old 
labels. And both here and in other countries, the monks have 
sought by legal proceedings to prevent the use of the word 
“Chartreuse” as a designation of the liqueur made at Fourvourie 
since their expulsion, and the use or imitation by the liquidator 
or by those claiming under him of the marks which the monks 
had associated with their product, and the simulating in any 
way of the dress or packages in which it had been sold. 

For this purpose, this suit was brought against the defend- 
ant, who was then representing the liquidator in this country. 
Pending it, the liquidator sold the property he had acquired 
and the business he had been conducting in that capacity to a 
company known as the “Compagnie Fermiere de la Grande 
Chartreuse,” which has continued the manufacture of liqueur 
at Fourvoirie and also its sale in this country through the de- 
fendant as its representative. 

On final hearing the circuit court adjudged “that the word- 
symbol ‘Chartreuse, as applied to liqueur or cordial,” and that 
“the said word-symbol ‘Chartreuse’ accompanied by the facsimile 
signature of L. Garnier,” as set forth in the certificates of reg- 
istry in the Patent Office, “constitute good and valid trade-marks, 
and in this country have been and now are the sole and exclu- 
sive property of said complainants, the Carthusian monks or 
fathers (Peres Chartreux); and that in this country the said 
complainants still have the right, and the exclusive right, to use 
tle said marks, or any of them, upon liqueurs or cordials manu- 
factured by the complainants.” It was further adjudged that the 
defendant had been guilty of infringement of these trade-marks 
and of unfair competition, and the decree also contained a per- 
petual injunction. 

The circuit court of appeals affirmed the decree with modifi- 
cations which affect only the paragraph containing the injunction. 
This paragraph, as amended, reads as follows (the words in- 
serted by the court of appeals being italicized) : 

“It is further adjudged, ordered, and decreed that defendant, 
its associates, successors, assigns, officers, servants, clerks, agents, 
and workmen, and each of them, be, and they hereby are, per- 
petually enjoined from using in this country or in any posses- 
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sion thereof, in connection with any liqueur or cordial not manu- 
factured by complainants, the trade-mark ‘Chartreuse,’ or any 
colorable imitation thereof, unless so used as clearly to distin- 
guish such liqueur or cordial from the liqueur or cordial manu- 
factured by the complainants; or the facsimile signature of L. 
Garnier, or any colorable imitation thereof; or any of the trade- 
marks above referred to, or any colorable imitation thereof; and 
they and each of them are likewise perpetually enjoined from 
importing or putting out, or selling or offering for sale, directly 
or indirectly, within this country, any liqueur or cordial not manu- 
factured by complainants, in any dress or package like or simu- 
lating in any material respects the dress or package heretofore 
used by complainants, and in particular from making use of any 
[bottle or] label or [package] symbol like or substantially simi- 
lar to those appearing on ‘complainants’ exhibit, defendant's 
liqueur, being the bottle now on file as an exhibit in this court, 
and from in anywise attempting to make use of the good will 
and reputation of complainants in putting out in this country 
any liqueur or cordial not made by complainants.” 


The defendant contends that the circuit court was without 
jurisdiction. This objection must fail, as it sufficiently appears 
from the record that the controversy was between foreign sub- 
jects and a New York corporation. And there was also an asser- 
tion by the bill of a right under the Federal statute, by virtue 
of the registration of the trade-marks. IJlarner v. Searle & H. 
Co., 191 U. S., 195, 48 L. Ed., 145, 24 Sup. Ct. Rep.. 79; Stand- 
ard Paint Co. v. Trinidad Asphait Mfg. Co., decided April 10, 
Igit, [220 U. S., 446, 31 Sup. Ct. Rep., 456, ante, p. 10] ; Jacobs 
v. Beecham, decided May 15, 1911 [31 Sup. Ct. Rep., 555. ante, 


p- 55]- 


Qn the merits, the questions presented are (1) what rights, 
with respect to the designations and marks involved, were en- 
joved by the Carthusian monks prior to their expulsion from the 
French Monastery? (2) what effect upon their rights had (a) 
the liquidation proceedings in France, and (b) the conduct of 
the monks in relation to the trade in the liqueur which they sub- 
sequently made in Spain? and, in the light of the conclusions 
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upon these points, (3) to what remedy, 1f any, are the monks 
entitled 7 
It is insisted that the judgment is erroneous in determining 


that “the word-symbol Chartreuse” constituted a valid trade 
mark. It is argued that “Chartreuse” is a regional name; that 
the characteristic qualities of the liqueur were due to certain 
local advantages by reason of the herbs found and cultivated 
within the district described ; that even as used in connection with 
the monks’ liqueur, it was still a description of place; and hence, 
that at most, so far as this word is concerned, the question could 
be one only of unfair competition. 

The validity of this argument can not be admitted upon the 
facts which we deem to be established and controlling. It is un- 
doubtedly true that names which are merely geographical can not 
be the subject 


f exclusive appropriation as trade-marks. “Their 
nature is such that they can not point to the origin (personal 
origin) or ownership of the articles of trade to which they may 
be applied. They point only at the place of production, not to 
the producer, and could they be appropriated exclusively, the 
appropriation would result in mischievous monopolies.”  Dela- 
ware H. Canal Co. v. Clark, 13 Wall., p. 324, 20 L. Ed., 583. See 
also Columbia Mill Co. v. Alcern, 150 U. S., 460, 37 L. Ed., 1144, 
14, Sup. Ct. Rep., 151; Algin Nat. Watch Co. v. Illinois Watch 
Case Co., 179 U. S., 065, 45 L. Ed., 365, 21 Sup. Ct. Rep., 270. 

This familiar principle, however, is not applicable here. It 
is not necessary for us to determine the origin of the name of the 
order and its chief monastery. If it be assumed that the monks 
took their name from the region in France in which they settled 
in the eleventh century, it still remains true that it became 
peculiarly their designation. And the word “Chartreuse,” as 
applied to the liqueur which for generations they made and sold 
can not be regarded in a proper sense as a geographical name. 
It had exclusive reference to the fact that it was the liqueur made 
by the Carthusian monks at their monastery. So far as it em- 
braced the notion of place, the description was not of a district, 
but of the monastery of the order,—the abode of the monks,— 
and the term in its entirety pointed to production by the monks. 

It can not be supposed that if, during the occupation by the 
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monks of the Monastery of La Grande Chartreuse, another had 
established a factory at Fourvoirie and there manufactured a 
liqueur, he could have affixed to it the name “Chartreuse” or 
“Grande Chartreuse” or “Gde. Chartreuse,” on the ground that 
these were place names, or descriptive of advantages pertaining 
to the locality. It could not fail to be recognized at once that 
these were the distinctive designations of the liqueur made by 
the monks, and not geographical descriptions available to anyone 
who might make cordial in a given section-of country. The 
same would have been true if the monks had voluntarily removed, 
and continued their manufacture elsewhere. As was forcibly 
said by the lord chief justice in the court of appeal in Rey v. 
Lecouturier, 2 Ch. p. 726: “To test this question, let us 
suppose that the monks had moved their manufacture to another 
monastery or another building in France, and had sold the fabric 
of the distillery, and left the district of La Grande Chartreuse, 
but had continued to make the liqueur in the same way; could 
it be contended that anyone who bought, as old bricks and mortar, 
the distillery at Fourvoirie, could immediately call any liqueur 
made there by the name of Chartreuse, and put it on the English 
market under that name? It is to me quite unarguable.” 

The claim of the monks to an exclusive right in this desig- 
nation as applied to the liqueur has been frequently the subject 
of litigation, and has repeatedly been sutained. In 1872, La 
Cour de Cassation in Le Pére Louis Garnier v. Paul Garnier, 17 
Annales, p. 259, held that “the word ‘Chartreuse, applied as a 
denomination to the liqueur manufactured by the religious com- 
munity of which Pere Garnier is the representative, is but an 
abbreviation and the equivalent of a designation more complete ; 
for it at once indicates the name of the fabricants (the Char- 
treux); the name or commercial firm of manufacture, which is 
no other than the community of these same Chartreux, and, 
finally, the place of manufacture; that is to say, the monastery 
of La Grande Chartreuse.” It was concluded that the designa- 
tion was the exclusive property of the monks. Mr. Browne, after 
quoting the above passage, adds: “That single word” (Chars 
treuse) “contains a long history of strife. It has repeatedly been 
held to be a perfect trade-mark, for the reasons just cited.” 




































Depo son x. 


on aeiatie 





SUPREME COURT OF THE UNITED STATES ] 


cra 


5 


Browne, Trade-Marks, § § 582, 407-410. See also 17 Annales, 
241, 249; Rey v. Lecouturier, supra, Gresier v. Girard, and 
others, United States circuit court, southern district of New York, 
1876, not reported; 4A. Bauer & Co. v. Carthusian Monks, 56 
C. C. A., 484, 120 Fed., 78. 

We find no error, therefore, in this determination of the 
judgment. The registered trade-marks were valid. In the state- 
ments for registration, the symbols actually used in combination 
were set forth. Take, for example, the mark in the glass of the 
bottle, consisting of ““Gde. Chartreuse” under the globe, cross, 
and seven stars. This undoubtedly is a valid mark. And the 
same is true of the other marks, shown on the labels attached 
to the bottles, which included the ecclesiastical symbols and the 
facsimile of the signature of L. Garnier. It follows that up to 
the time of their expulsion from the monastery, the monks were 
entitled to protection against the infringement of these marks, 
which were their exclusive property, as well as against unfair 
competition. 

The next inquiry is with respect to the effect of the liquida- 
tion proceedings in France. Upon the application of the pro- 
cureur of the Republic, the French court proceeded to the judicial 
liquidation of the properties in France held by the nonauthor- 
ized congregation of the Chartreux, and it was of these proper- 
ties that a liquidator was appointed. It does not appear that 
the court assumed jurisdiction of the trade-marks registered on 
behalf of the monks in other countries. On the contrary, it 
appears to have been held that the question of the ownership of 
such trade-marks was not involved in its determination. After 
a successful contest of the liquidator with the Abbé Rey, in 
which a judgment was pronounced to the effect that the latter 
Was an interposed person or passive trustee under a deed of 
transfer found to be simulated, and that the properties claimed 
by him personally were in fact those of the congregation, and 
subject to the liquidation, the liquidator sought, by way of in- 
terpretation of this judgment, to obtain a declaration that the 
assets of the liquidation comprised the trade-mark registered in 
other countries. On refusing the application (March 27, 1906), 
the court of appeals of Grenoble used the following language, 
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showing that the question had not been determined in the pre- 
vious decision, and also directing attention to the character of 
the law under which the liquidation was had as “a law of excep- 
tion and police:” 

“The claim of the receiver to the property of the trade- 
marks registered in the foreign countries raises the question 
whether the law of July rst, 1901, which is a law of exception 
and police, controls or not, beyond the territory of the Republic, 
the properties of the dissolved congregations, and whether the 
trade-marks registered in foreign lands are an accessory of the 
commercial holding of Fourvoirie, thus coming under this title 
into the liquidation, or whether they constitute a distinct and 
independent property from this commercial holding. 

“The question has not been debated between the parties, and 
the court would not have failed, if it had been submitted to it, 
to treat upon it in the counts of its decision, in order to solve 
it in its disposition. 

“The silence in this respect, exclusive of any debate on this 
point, does not allow of admitting. as being implicitly contained 
in the decree, in an ambiguous or equivocal form, the decision 
of which Lecouturier claims the benefit, and as the interpreta- 
tion which he solicits from the court would have as effect to 
extend beyond what was its sole object, the matter judged by 
the decree of July 19th last: 

“Such an application must be rejected as not receivable, 
and it is left to Lecouturier to have recourse to such means as 
may be deemed proper.” 

Hence defendant's contention is not that the French judg- 
ments, under which its principal claims, “expressly and directly 
settled the status of the marks abroad, but that the said judgments 
were effective to vest in the defendant [liquidator] the business 
and good will inseparably connected both in France and in this 
country with the place and mode of fabrication, and therefore 
gave him the right, in virtue of the principles of our law, to use 
the trade-mark connected therewith.” 

Now what was the case with respect to the business to which 
the trade-marks in this country related? That business consisted 
of the manufacture by the monks, according to their secret process, 
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of a liqueur of which the marks and symbols were the trade 
designation. They took their secret with them to Spain and con- 
tinued the manufacture of the liqueur. The monks’ secret was 
not the subject of seizure by the liquidator, and did not pass to 
him. It is not pretended that he or his vendee have manufac- 
tured the liqueur at Fourvoirie under a formula or recipe derived 
from the monks, but it is maintained that a formula believed to 
be essentially similar has been arrived at by experimentation, in 
accordance with which the liquidator and the French Company 
have been making their liqueur. We are not concerned with 
their authority under the French law to conduct this business, 
but it is not the business to which the trade-marks in this country 
relate. That business is being conducted according to the ancient 
process by the monks themselves. The French law can not 
be conceived to have any extraterritorial effect to detach the 
trade-marks in this country from the product of the monks, 
which they are still manufacturing. 

The matter was put thus by Lord Macnaghten in the House 
of Lords, in Lecouturter v. Rey, A. C. p. 265: 

“To me it seems perfectly plain that it must be beyond the 
power of any foreign court or any foreign legislature to prevent 
the monks from availing themselves in England of the benefit 
of the reputation which the liqueurs of their manufacture have 
acquired here, or to extend or communicate the benefit of that 
reputation to any rival or competitor in the English market. But 
it is certainly satisfactory to learn from the evidence of experts 
in French law, that the law of Associations is a penal law,—a 
law of police and order,—and is not considered to have any 
extraterritorial effect. It is also satisfactory to find that these 
legal experts confirm the conclusion which any lawyer would 
draw from a perusal of the French judgments in evidence in 
this case, that the sale by the liquidator of the property bought 
by the appellant company has not carried with it the English 
trade-marks, or established the claim of the appellant company 
to represent their manufacture as the manufacture of the monks 
of La Grande Chartreuse, which most certainly it is not.” 

And Lord Justice Buckley said in the court of appeal, Rey 


v. Lecouturier, 2 Ch. p. 733: 
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“Of course, in this country a trade-mark can only be 
enjoyed in connection with a business ; but I think that the monks 
are carrying on a business in connection with which they can 
enjoy any trade-marks to which they may be entitled and the 
labels which were put upon the register, and in respect of which 
the defendant Lecouturier has had his own name placed upon 
the register. Are those trade-marks the property of the plain- 
tiffs? In my opinion they clearly are.” 

li through his experiments the liquidator had not succeeded 
in making a liqueur which resembled that of the monks, he would 
have no business to transact so far as the liqueur was concerned, 
and the transfer by operation of law would not have availed to 
give him one. But the property in the trade-mark in this country 
did not depend upon the success of the endeavors of the liqui- 
dator’s experts. The monks were enabled to continue their 
business because they still had the process, anu continuing it 
they enjoyed all the rights pertaining to it, save to the extent 
to which, by force of the local law, they were deprived of 
that enjoyment in France. 

Failing to establish that the monks were devested of their 
exclusive rights in this country by the legal proceedings in 
France, it is insisted that these have been lost by abandonment. 
This defense is based both upon nonuser of the old marks and. 
labels, and upon the efforts made by the monks, since their 
expulsion from France, to associate their liqueur with a new 
designation, as the “Liqueur des Peres Chartreux” or “Liqueur 
Fabriquée a Tarragone par les Péres Chartreux.”’ 

But the loss of the right of property in trade-marks upon 
the ground of abandonment is not to be viewed as a penalty 
either for nonuser or for the creation and use of new devices. 
There must be found an intent to abandon, or the property is not 
lost; and while, of course, as in other cases, intent may be in- 
ferred when the facts are shown yet the facts must be adequate 
to support the finding. “To establish the defense of abandon- 
ment, it is necessary to show not only acts indicating a practical 
abandonment but an actual intent to abandon. Acts which, un- 
explained, would be sufficient to establish an abandonment, may 
he answered by showing that there never was an intention to give 
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up and relinquish the right claimed.” Saxlehner v. Eisner & 
M. Co., 179 U. S., p. 31, 45 L. Ed., 73, 21 Sup. Ct. Rep., 7. And 
this court, in referring in Singer Mfg. Co. v. June Mfg. Co., 163 
U. S., p. 186, 41 L. Ed., 125, 16 Sup. Ct. Rep., 1002, to the loss 
of the right of property in a name, “like the right to an arbitrary 
mark,” by dedication or abandonment, quoted with approval the 
definition of De Marafy, in his International Dictionary of 
Industrial Property, as follows: 

“Abandonment in industrial property is an act by which the 
public domain originally enters or re-enters into the possession 
of the thing (commercial name, mark, or sign) by the will of 
the legitimate owner. The essential condition to constitute aban- 
donment is, that the one having a right should consent to the 
dispossession. Outside of this there can be no dedication of 
the right, because there can not be abandonment in the juridical 
sense of the word.’ 

What basis is there in this case for a finding of intent to 
abandon the old marks? It is to be remembered that they were 
of a personal character, involving the adaptation of the name 
and the use of the ecclesiastical symbols of the order. It is 
poimted out that, to show that there was no intention to abandon, 
a shipment was made to this country from Tarragona, of the 
monks’ liqueur, under the old marks. But it is not necessary to 
rest on that. The attitude of the monks in their efforts here 
and in other countries to prevent the use of the old marks shows 
clearly that there has been no intention to abandon. It was nat- 
ural enough that the monks, unable to use their former marks 
in France, should desire to bring into use a designation which 
could be available there as well as in other countries. But this 
is far from indicating the slightest disposition to surrender to 
the world the right to denominate liqueurs by the ancient name 
and symbols taken from their own order. As soon as the liqui- 
dator, as the result of his experiments announced that he was 
prepared to put upon the market “the Grande Chartreuse 
Liqueur” under the same labels as theretofore—‘the only guar- 
anty of authenticity and of origin of the Chartreuse made at the 
Monastery,’—the monks promptly asserted their rights. 

The liquidator was not moved to the use of the marks in 
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question by any consideration of abandonment on the part of 
the monks, but by virtue of their exclusion from their former 
abode and of the rights of succession which he claimed under 
the French law. The main issue between the parties has been 
one of title, “each claiming a right to the disputed marks to the 
exclusion of the other.” The respective parties, and those rep- 
resenting them, have been in constant litigation in France and 
elsewhere since the liquidator was appointed, and reviewing tie 
facts in this case we find no possible ground upon which it can 
be said that the monks have abandoned the.rights they possessed: 

We come, then, to the question of remedy. 

In view of the acts of the defendant, with respect to the 
marks, labels, and bottles shown to have been used in connection 
with the liqueur made at Fourvoirie after the removal of the 
monks, the decree adjudging it guilty of infringement and un- 
fair competition was plainly right. We are also of the opinion 
that the provisions of the injunction against infringement and 
simulation, set forth in the decree of the circuit court, were 
proper. 

In dealing, however, with the question of unfair trade, it 
is to be remembered that the liquidator, and the French company 
to whom he sold, lawfully conducted the manufacturing business 
at Fourvoirie, and, of course, were entitled respectively to sell 
their product here. They were entitled to state that they made 
it, and the place and circumstances of its manufacture. In short, 
they were not debarred from making a statement of the facts, 
including the appointment of the liquidator and the French com- 
pany’s succession by virtue of his sale, providing it were made 
fairly, and were not couched in language, or arranged in a man- 
ner, which would be misleading, and would show an endeavor 
to trade upon the repute of the monks’ cordial. It is also to be 
noted that the words “Grande Chartreuse” form a part of the 
name of the French company which it, and the defendants, as 
its representative, had a right to use in lawful trade. But neither 
it nor the defendant was entitled to use the word “Chartreuse” 
as the name or designation of the liqueur it manufactured, and 
in any other use of that word, or in any reference to the monks, 
in its statement of the facts, it was bound by suitable and definite 
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specification to make clear the distinction between its product 
and the liqueur made by the monks. 

These considerations, undoubtedly, led the court below to 
modify the decree by inserting the words, “unless so used as 
clearly to distinguish such liqueur or cordial from the liqueur or 
cordial manufactured by the complainants.” But this insertion 
was made in connection with that portion of the injunction which 
related to the trade-mark, and this, we think, was error. It 
amounted, by reason of the juxtaposition with what preceded, 
to a permission to the defendant to use the trademark “Char- 
treuse,” or that word as the name or description of its liqueur, 
provided it were distinguished from the liqueur of the monks. 
This was inconsistent with the decree as to the ownership of the 
trade-mark. 

The modification, in this form, should therefore be struck 
out; but, more completely to adapt the remedy to the conditions 
disclosed, there should be inserted in the fourth paragraph of the 
decree—in that portion which contains the injunction against 
unfair trade—a provision restraining the use of the word “Char- 
treuse” in connection with the sales of liqueur not made by the 
monks, as the name of or as descriptive of the liqueur, or with- 
out clearly distinguishing it from the monks’ product. 

The decree will be amended accordingly, as shown in the 
margin. (1) 


(1) It is further adjudged, ordered, and decreed that defendant, its 
associates, successors, assigns, officers, servants, clerks, agents, and work 
men, and each of them, be, and they hereby are, perpetually enjoined 
from using in this country or in any possession thereof, in connection 
with any liqueur or cordial not manufactured by complainants, thi 
trade-mark “Chartreuse” or any colorable imitation thereof, or the 
fac-simile signature of L. Garnier, or any colorable imitation thereof, 
or any of the trade-marks above referred to, or any colorable imitation 
thereof; and they and each of them are likewise perpetually enjoined 
from importing or putting out, or selling or offering for sale, directly 
or indirectly, within this country or in any possession thereof, any liqueur 
or cordial not manufactured by complainants in any dress or package 
like or simulating in any material respects the dress or package heretofore 
used by complainants and in particular from making use of any label 
or symbol like or substantially similar to those appearing on “complain- 
ants’ exhibit defendant's liqueur,” being the bottle now on file as an 
exhibit in this court; and from using the word “Chartreuse” in conneé 
tion with the importing, putting out, or sale of such liqueur or cordial, 
as the name of or as descriptive of such liqueur or cordial, or without 
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After the decision by the court below, application was made 
by the complainants for an injunction against the use by the de- 
fendant, in connection with its liqueur, of the words “Peres 
Chartreux.” The injunction was not granted, but, the parties 
having been heard, the court adjudged the defendant in con- 
tempt and imposed a fine. The order was reversed by the cir- 
cuit court of appeals, and the complainants have applied for a 
writ of certiorari, which is granted. 

In the opinion of the circuit court of appeals upon the 
appeal from the decree on the main issue, there were set forth 
two forms of labels which, it was suggested, might properly 
be used by the defendant, printed in any language. In the con- 
tempt proceeding it was shown that the defendant followed 
closely one of these forms, but used in place of the words “Car- 
thusian Monks,” as these there appeared, the description “Péres 
Chartreux.” 

In view of the language of its opinion, and the permission 
it implied, it is clear that the court rightly held that the defendant 
should not be fined for contempt. But, in saying this, we do not 
wish to be understood as approving the suggested forms of labels, 
for they seem to us objectionable in view of the arrangement of 
the inscription and the special prominence given to the words 
“Grande Chartreuse.” Nor does the making of a fair and ade- 
quate statement as to the liqueur of the defendant, its origin and 
manufacture, require the use of the words “Péres Chartreux,” 
and we are unable to escape the conclusion that such use, in the 
manner shown, was to serve the purpose of simulation, and to 
draw to the defendant's liqueur the reputation of that of the 
monks, contrary to the provisions of the decree. 

For the reasons we have stated, the order of the court below 
in the contempt proceeding is affirmed, but without prejudice to 
any future application. 

The decree is reversed and the cause is remanded with direc- 
tions to enter a decree in favor of the complainants, amending 


clearly distinguishing such liqueur or cordial from the liqueur or cordial 
manufactured by the complainants, and from in any wise attempting to 
make use of the good will and reputation of complainants in putting out 
in this country any liqueur or cordial not made by complainants 
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he decree entered in the circuit court in accordance with this 
opinion; and the order in the contempt proceeding is affirmed 
vithout prejudice to any future application. 


[he vicissitudes of fortune that have followed this mark during 

last few vears have given a new significance to the words of Mr 
Browne, quoted in the decision. It may be said with assurance that 
the mark is today the most litigated mark in the history of commerce. 
Following the expulsion of the monks from France and the contiscation 
their property, a world-wide contest was instituted for the control of 
his valuable mark, in which, it is gratifying to observe the monks have 
ween uniformly successful. No less than twenty-four decisions by tri 
ils in eleven countries have recognized the title of the monks as 
rior to that derived through the official French liquidator. We have 
wed in the Bulletin the history of this litigation over a period of 

six years. For the information of those who would care to review this 
nteresting story, we annex references to the decisions reported therein. 


nited State 


Vol a p 240 ; Vol ar: pp 57 a7 > Great By fain, 
ic; pb. Bras | 
l 


Vol. IV, pp. 46, 157; Vol. VI, pp. 138, 202; France, Vol. 
p. 310: Vol. III, pp. 160, 170; Vol. IV, p. 280; Vol, VI, p. 201; Swit 

and, Vol. III, p. 167; Vol. VI, p. 101; Belgium, Vol. III, p. 322; Vol. 
VI, 388: Brasil, Vol. Ill, p. 230; Peru, Vol. V, p. 225; Argentine Re 
” Vol. III, p. 335; Vol. IV, p. 206: Germany, Vol. IV, p. 278; 
Vetherlands, Vol. IV, p. 279; Tunis, Vol. 1V, p. 279.] 
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UNITED STATES CIRCUIT COURT 
PEERLESS Rupeer Mere. Co. v. Nicuor, et al. 
187 Fed. Rep., 238.) 

Southern District of Ohio, January 9, rort. 


RINGE MENT—INNOCEN Orrer To DEsisv. 

One who unwittingly buys and sells spurious goods bearing an- 
other’s mark, but who, when notified of the infringement, desists 
immediately from the sale, though liable to injunction, should not 
be mulcted in damages nor obliged to pay costs unnecessarily incurred 
by the complainant. The injunction granted should be so framed as 
to show the defendant’s good faith. 


In Equity. 


Joseph IVilby, Ernest Hopkinson, and Edward IW. Vaiill, for 
complainant. 
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Fulton & Woost, for defendants. 


HoLiisreER, District Judge—The complainant is a manufac- 
turer of rubber goods, including packing, in the city of New 
York, and in 1890, adopted and used as a trade-mark and name 
the word “Rainbow,” which it has used down to the time of 
filing its bill, and from the superior qualities and merits of its 
goods under that name has acquired a reputation and sold its 
goods, so named, in large quantities throughout the United States 
and foreign countries. 

It charges the respondents with being engaged in manu- 
facturing and selling rubber goods in the city of Cincinnati, and 
with having with fraudulent purpose sold inferior packing under 
the name “Rainbow,” and threatening to continue the same. 

The bill alleges that the goods sold by respondents are cal 
culated to deceive, and do mislead, the public into the belief that 
the respondents’ goods so sold are made from the secret compost- 
tion of matter known under the trade-mark ‘Rainbow,’ manu- 
factured by the complainant, to the injury of the reputation, 
business, and profits of the complainant, and charges the respon- 
dents with infringement. 

The bill prays for a discovery of the names, addresses, ete., 
of all persons who have manufactured for the respondents goods 
marked “Rainbow,” but not made and sold by the complainant. 
An accounting of profits, by reason of the fraudulent acts of 
the respondents, is prayed for, and an injunction to restrain the 
use of the word “Rainbow” on packing, etc., not made by the 
complainant. 

The respondents deny all fraud and fraudulent intent, or 
unfair competition, or that they threatened to continue to use 
any packing which is an infringement of complainant’s packing 
and trade-mark, and deny injury to complainant's profits and 
reputation, and deny that they sold and continued at the date 
of the bill to sell packing under the designation “Rainbow,” and 
deny that any of their acts are contrary to equity and good con- 
science. 

Respondents show in their answer that they are in the busi- 
ness of manufacturing and selling steam-heating pipes, hot-water 











Sk ee pea 





























UNITED STATES CIRCUIT COURT 105 


pipes, gas pipes, and plumber’s supplies in Cincinnati, and that 
it is a part of their business in manufacturing their products 
to use a material known as “red packing’; that in December, 
1go8, a man unknown to them brought to their place of business 
a sample of red packing which he represented to have been pur- 
chased by him from a railway company at a sale of various 
articles for unpaid freight charges. They required references 
of him, which being satisfactory, they purchased four rolls of 
red packing for $106.60 in the regular course of business. After- 
wards, upon unwrapping the rolls, it appeared they were marked 
“Rainbow,” and that it resembled the red packing they had been 
using in their business, the purposes of which it answered. They 
deny being or ever having been in the business of selling pack- 
ing, but say they used it in their business from time to time as 
it was required; that they never offered any packing for sale 
as “Rainbow” packing or otherwise, or made any effort to sell 
the same, but from time to time did sell to customers and others 
who came to their factory and asked for red packing, and used 
some of it in repair work; that they sold some 15 items of pack- 
ing to as many different customers, aggregating the sum of 
$44.07, including a sale made May 4, 1909, to a representative 
of the complainant, at which time they first learned that the 
packing was not genuine “Rainbow,” but an imitation; and that 
thereupon they ceased selling and using the packing complained 
of. They say that all of their acts were done in good faith 
in the regular course of business, without any fraud or con- 
cealment, or any intent to injure the complainant or any other 
person. 

The good faith of the respondents is amply sustained by the 
testimony. They were not in the business of selling packing. 
They used it incidentally in packing steam joints and water joints, 
where the pressure was light and where an inferior packing an- 
swered the purpose, and even leather packing would have suf- 
heed. They occasionally sold a small piece of the packing to 
a neighbor or some one coming from the river, who desired to 
use it on a power boat. 

They purchased the packing from a stranger for 13 cents 
a pound, when “Rainbow” was worth about 48 cents. The 
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first price asked was 18 cents. Before purchasing they inquired 
of George Hesterburg, president of the Queen City Brass Works, 
known to them for 30 years, to whom the stranger referred 
them; they not being willing to purchase at so low a figure from 
a stranger. Mr. Hesterburg told them of a purchase by him of 
new valves from the same man, who had referred them to Chi- 
cago, where inquiries made concerning him were satisfactory. 
Immediately upon learning from a representative of complain- 
ant, May 4, 1909, that the packing so purchased was an imita- 
tion of complainant’s “Rainbow,” they ceased selling or using 
the same, and have the offending article stored in their cellar. 
On that day the respondents told the representative of com- 
plainant that they would not make any further sales of the pack- 
ing, and they did not. Nevertheless the complainant brought 
this suit in equity, and has caused great expense to be incurred 
in taking testimony. Shortly after the suit was brought the re- 
spondents used every reasonable .effort to locate the stranger 
from whom they had purchased the spurious packing, but were 
unsuccessful. 

Under the circumstances the court 1s unable to entertain even 
a suspicion of fraudulent conduct on the part of the respondents. 

April 7, 1910, the respondents filed an offer of submission, 
reciting the facts and offering to submit to a decree of injunction, 
perpetually enjoining them from selling the packing in their 
possession as “Rainbow” packing, and offering to pay the costs 


of entering and recording a decree of injunction against them, 
asking that the facts be set out in the decree for the protection 


of their reputation, and to pay such costs as the court might 
award, but submit that they should not be required to pay any 
deposition or docket fee, or any portion of the complainant's 
costs. 

The court is unable to escape the conviction that, so far 
as the respondents are concerned, there was no necessity for 
bringing this suit; but it may be that a justification for it lies in 
the desire of complainant to warn those who may wish to manu- 
facture and sell a spurious article that complainant proposes to 
prosecute and punish them. 

Technically the respondents infringed cémplainant’s trade- 
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mark and should be enjoined; but the decree should be so framed 
as to show their good faith. No damages are asked for, and 
the amount of profits is so insignificant that ascertainment of it 
by a master would cost much more than the profits would amount 
to. In fact, no accounting is necessary, for the respondents have 
willingly shown their books and the number of sales made by 
them. The complainant is entitled to have the spurious packing 
destroyed. 

Assuming that technically the complainant had the right to 
bring the suit, the docket fee and costs of filing the complain- 
ant’s pleadings and the cost of defendants’ depositions, as well 
as the cost of the decree, will be assessed against the respondents. 
The other costs will be assessed against the complainant. 


SUPREME COURT OF MONTANA 


ESSELSTYN v. HOLMEs. 
(114 Pacific Rep., 118.) 
January 24, I9IT. 


1. Goop Witt—Property RIGHT. 

The owner of a business is entitled to protection in the good will 
thereof, as in his rights to tangible property. 

2. DESCRIPTIVE AND GEOGRAPHICAL TERMS—PROTECTION. 

A term that is merely generic or descriptive, or the name of a 
region or district can not be exclusively appropriated by any one per- 
son, 

A dealer in coal, mined in the Owl Creek coal field, is not entitled 
to monopolize that name for his coal, against other dealers in coal 
from the same region 


» 


Appeal from the District Court, Lewis and Clark County. 


C. A. Spaulding, for appellant. 
W.T. Pigott, for respondent. 


Brant iy, C. J.—This action was brought to have a deter- 
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mination of the question whether the plaintiff is entitled to the 
exclusive use of the words “Owl Creek Coal’ as a trade name 
for the coal mined by the Owl Creek Coal Company and sold 
by the plaintiff to the public in the city of Helena and vicinity. 
The Owl Creek Coal Company began to mine coal in the Big- 
horn Basin, in the state of Wyoming, some time prior to Sep- 
tember 1, 1908 About the same time the Kirby Coal Company 
also began to mine. At that time the plaintiff became the agent 
of the company, with the exclusive right to sell its product in 
the states of Montana and Washington. No special effort had 
theretofore been made to get the product of either company upon 
the market in these states. The plaintiff provided himself with 
docks and yards in the cities in Montana, including Helena, and 
since that time has been advertising and selling the product as 
“Owl Creek Coal.” It is alleged in the complaint, in substance, 
that in order to distinguish the product of the company so han- 
dled by him from the product of mines other than those belong- 
ing to it, the plaintiff adopted the trade name and designation 
“Owl Creek Coal’’; that he has at great expense advertised and 
put the coal upon the market under this designation; that after 
its adoption he was in the quiet and exclusive enjoyment of said 
trade name, as applied to the coal handled and sold by him; that 
on April 27, 1909, he filed with the Secretary of State of Mon- 
tana his claim to the exclusive use of the name, duly verified 
as required by law; that because of the superior quality of the 
product sold by him it became identified and known by this name 
in the citv of Helena and its vicinity, and because of this fact 
plaintiff built up a lucrative business, deriving a large profit 
from it; that, notwithstanding these facts and plaintiff's rights 
in the premises, the defendant, with the preconceived intention 
of defrauding the plaintiff out of his profits and of securing to 
himself the benefit of the reputation acquired for the “Owl 
Creek Coal” by palming off upon the public a coal of inferior 
quality, has, since about January 1, 1909, continuously used plain- 
tiffs said trade name, and is now using it, for the purpose of 
soliciting trade by representing to purchasers, by advertisement, 
that he is selling the same kind and quality of coal as that which 
the plaintiff has the exclusive right to sell, though in fact it is 
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inferior in litv; that he has thus deceived the public 
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llelena and = vicini nd greatly injured and damaged the 


putation and estimation in which the coal sold by plaintiff has 


een held; that plaints in not ascertain with any exactness 


amount of injur e has sustained, and that the defendant is 


holly insolvent. The prayer is for a perpetual injunction. 


The answer admits that plaintiff has been for more than a 
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the sole agent he (wl Creek Coal Company: that for 


some time prior to the filing of the complaint he, in common with 


her dealers in the city of Helena and vicinity, have used thx 


me “Owl Creek Coal” as the name of certain of the coal sold 
the defendant and other dealers in the same territory, and 
at defendant is insolvent. It denies all other allegations con 
ned in the complaint t is then affirmatively averred that the 
al in which defendant has dealt as “Owl Creek Coal” is pro 
ed in the Owl Creek field, in the state of Wyoming; that 1t 
been and is named “Owl Creek Coal” because it is mined 
produced neat tream called Owl creek, and in the Owl 
ek field, and is 1 ct (owl Creek coal; that Owl creek 1s 
name of a stream in said district, and also of a range of 
intains near by, and that the expression “Owl Creek” is a 
neric and geographical name; that this coal 1s of a similar 
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plaintiff, and is as truly described by the designation “Owl 


‘ 


reek Coal” as is that dealt in by plaintiff; that it is produced 


a less distance from Owl creek than that sold by plaintiff, and 


designation “wl Creek Coal” does not point to the owner 


p of the coal, 1 indicate in any degree the person, natural 
artificial who mined it or brought it to market; that the de 


fendant has dealt in id coal and sold it as one mined near 


wl creek by the Kirby Coal Company, within the Owl Creek 


region or field; that the generic and comprehensive name for 
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coal mined in that region or district is “Owl Creek Coal,” 


and that there are at least two collieries now in operation in 
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hat district, the product of both of which is truly and rightfully 


lescribed as “Owl Creek Coal.” The replication admits that 


untiff’s coal is mit near (wl creek in the state of Wyoming, 
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he ot tirmative allegations in the answer. 
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The court found generally for the defendant and directed 
judgment to be entered, dismissing the action. The plaintiff has 
appealed. 

It is not important in this case to inquire into the question 
whether a person may secure the exclusive right to the use of a 
trade name as distinguished from a trade-mark, by a compliance 
with the provisions of the Codes (Rev. Codes, § § 2036, 2040), 
or whether the plaintiff has complied with them. The case pro- 
ceeds upon the theory that the defendant has been engaged in 
an attempt to secure to himself the benefit of the good will which 
the plaintiff has acquired, as the exclusive agent of the Owl 
Creek Coal Company, for the sale of the coal produced by it. 
In other words, the cause of action alleged—and for the pur- 
poses of this case we shall assume that sufficient facts appear 
upon the face of the complaint to require a defense—is for relief 
from the injury resulting from a course of unfair competition 
by the defendant. 

* x x * * 

Under the issues made by the pleadings, the court neces- 
sarily found that at the time the action was brought the plain- 
tiff in common with others, including the defendant, was selling 
coal which is designated as “Owl Creek Coal”; that the coal dealt 
in by the plaintiff and defendant under this designation is pro- 
duced in the Owl Creek coal field, in the state of Wyoming; 
that it has been and is designated as “Owl Creek Coal” because 
of this fact; that defendant's coal is similar in appearance and 
quality to that dealt in by the plaintiff; that the designation is 
truthful as applied to the coal sold by the defendant; that it 
does not point to the ownership of the coal, nor to the person 
who mines it or puts it upon the market; that the defendant has 
dealt in it as coal mined near Owl creek by the Kirby Coal Com- 
pany; that the designation is a geographical and comprehensive 
one, and is applicable to all coal mined in that district; and that 
there are at least two collieries in the district producing coal, the 
product of both of which is truly and rightfully called “Owl 
Creek Coal.” 

It can not be doubted that upon principles analogous to those 
which apply to technical trade-marks a person may be protected 





ore. 




































SUPREME COURT OF MONTANA 171 


in the exclusive use of his own name, or that of a place, build- 
ing, or other designation selected by him, and by use of which, 
ir. connection with his business, he has acquired for it a valuable 
good will. The theory of the law is that, while all are entitled 
to the use of any given designation, no one has the right to 
so use it, even though it is his own name or a name selected for 
his place of business, as to invade the right of another. Such 
conduct is a distinct fraud. The good will of a business is in- 
tangible, being merely the expectation of continued public patron- 
age (Rev. Codes, § 4506); but nevertheless it is property capable 
of transfer (Rev. Codes, § 4567), and the owner is entitled to 
the same protection in the exclusive enjoyment of it as he is in 
that of his tangible possessions. One competitor in the same 
business cannot so dress his goods or advertise them as to take 
away the trade reputation which another has established by a 
long course of honesty and fair dealing with the public. To 
permit this character of wrong would be tantamount to a dec- 
laration that for injuries to this species of property the law fur- 
nishes no redress. In Croft v. Day, 7 Beav., 88, it was said: 
“No man has a right to sell his own goods as the goods of an- 
other. You may express the same principle in a different form 
and say that no man has a right to dress himself in colors or 
adopt or bear symbols to which he has no exclusive or peculiar 
right, and thereby personate another person for the purpose of 
inducing the public to suppose, either that he is that other per- 
son or that he is connected with or selling the manufacture of 
such other person, while he is really selling his own. * * * He 
(defendant) has a right to carry on the business of a blacking 
manufacturer honestly and fairly. He has a right to the use of 
his own name. I! will not do anything to debar him from the use 
of that or any other name calculated to benefit him in any hon- 
est way, but | must prevent him from using it in such a way 
as to deceive and defraud the public, and obtain for himself, 
at the expense of the plaintiffs, an undue and improper ad- 
vantage.” 

It is not necessary that the designation used by the defend- 
ant should be identical with that used by the plaintiff. As was 
said by Mr. Justice Bradley, in Cellulotd Mfg. Co. v. Cellonite 
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Who. Co. (¢. C.), 32 Fed., 4: “Similarity, not identity, is the 
usual recourse When one 


Party seeks to 
§00d name of another, \What 
the object has t 


benefit himself by the 
similarity js sufficient to effect 
0 be determined In each case by its own circum 
stances, \Ve May say, senerally, that a similarity which would 


be likely to deceive or mislead any ordinary, 


UNSUSpecting cus 
tomer is obnoxious to the law.” 

In Amoskeag 11 - ©€0O. v. Spear, 2 Sandf, (N. Y.), 590, 
ludge Duer Stated the Principle as follows: “Jy this case ther i 
IS a fraud Coupled with 4 damage: and court of equity in : 
refusing to restrain the 


wrongdoer by an Injunction Would yi @ 
late the Principle "pon which a large Portion of its Jurisdicti 
Is “ounded and abjure its Most important functions, the 


sion of fraud and th, Prevention of 


a mischief that otherw; 
May prove to he unbearable.” 


j 
In Fox y. Glynn, io) Mass., $44.78 N. E., 0. 9 L. R. A. j 
(N. S.). 1096, 114 Am. Sb Rep., 19, the court said “The i 
foundation of the Jurisdiction of the courts In these Cases js i 
the right of the plaintiff. Who asks for reef from the frauds 


of : 
those who seek fo appropriate that Which rightfully belongs to : 
him. Sueh a fraud need not he an active fraud, in any otl 


OUuler 
sense than in the Willful refusal lo recognize the right of the 
Party who has acquired a reputation for his coo 
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the technical trade-mark, the defend 
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the public into buying their wares under the impression they 
are buying those of their rivals.” 

Other cases recognizing the right of protection of the good 
will of a business are the following: I] otherspoon v. Currie, 
5 L. R. H. L., 508; Lee v. Haley, L. R.. 5 Ch. App., 155; Thomp- 
son v. Montgomery, 41 Ch. Div., 35; I eimstock, Lubin & Co. 
v. Marks, 109 Cal., 529, 42 Pac., 142, 30 L. R. A., 182, 50 Am. 
St. Rep.. 57; Pierce v. Guittard, 08 Cal., 08, 8 Pac., 645, 58 
\m. Rep., 1; Glen & Hall Mfg. Co. v. Hall, 61 N. Y., 226, 
ig Am. Rep., 278; Elgin Natl. Watch Co. v. Illinois Watch ( 
Co., 179 U. S., 665, 21 Sup. Ct.. 270, 45 L. Ed., 305; Lawrence 


Wfy. Co. v. Tennessee Mfg. Co., 138 U. S., 537, 11 Sup. Ct., 


II/ 
399, 34 L. Ed., 997; Howard v. Henriques, 3 Sandf. (N. Y.), 
725; American IWealtham Watch Co. v. United States Watch Co. 
173 Mass., 85, 53 N. I... 141, 43 L. R. A., 826, 73 Am. St. Rep., 
203; Singer Mfg. Co. v. June Mfg. Co., 163 U. S., 169, 16 Sup. 
Ct., 1002, 41 L. Ed., 118; /nternational Silver Co. v. Rogers 
Corp., 06 N. J. Eq., 119, 57 Atl. 1037; Boardman vy. Meriden 


fy. Co., 35 Conn., 402, 95 Am. Dee., 270. 

But it does not follow that the courts will protect one in the 
use Of a name which others have an equal right to use, solely 
because he has chosen it as a designation for the wares in which 
he deals or the place of his business. It was observed in Fox Co. 
v. Glynn, supra: “The practical difhculties which arise in such 
cases come from conflicting rights, where the plaintiff's right 
to use his chosen means of designation of his products is not 
exclusive. One way of designating articles of manufacture as 
coming from a particular maker is by a trade-mark. This, to 
be an effectual protection to one who has adopted and used it, 
must be something to which the user may have an exclusive 
right. It, therefore, can not be anything to the use of which, 
for a similar purpose, others may also have a right. The courts 
will not recognize trade-marks which are not chosen in such a 
Way as not to conflict with the rights of others to use common 
names and things, like the names of persons and places, and of 
colors and form with which all are familiar.” So, if the des 
ignation in dispute has not by long use acquired a special or 


secondary meaning, due to its association with the products o1 
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business of the plaintiff, the use of it by the defendant is not 
obnoxious by the law. Men have a common right to compete 
with each other in the same business, at the same place, or in 
any branch of trade or manufacture, or to bring the products 


in which they deal from the same locality, whether they be manu 


factured or are the natural products of the earth. Therefore 


names which are generic, or which are merely descriptive of an 
article of trade, of its qualities or characteristics, can not be 
employed as trade-marks or trade names. If this were so, the 
claimant would have a practical monopoly in the sale of goods 
other than those produced by himself. Delaware <> Hudson 
Canal Co. v. Clark, 13 Wall., 311, 20 L. Ed., 581. 

In -fmoskeag Mfy. Co. v. Spear, supra, it was said: “The 
owner of an original trade-mark has an undoubted right to be 
protected in the exclusive use of all the marks, forms, or sym 
bols that were appropriated as designating the true origin or 
ownership of the article or fabric to which they are affixed: but 
he has no right to the exclusive use of any words, letters, figures, 
or symbols, which have no relation to the origin or ownership 
of the goods, but are only meant to indicate their names or 
quality. He has no right to appropriate a sign or symbol which, 
from the nature of the fact it is used to signify, others may 
employ with equal truth, and therefore have an equal right to 
employ for the same purpose.” 

Aiter quoting this language with approval, Mr. Justice 
Strong, in Delaware & Hudson Canal Co. v. Clark, speaking 
for the court, said: “And it is obvious that the same reasons 
which forbid the exclusive appropriation of generic names or 
of those merely descriptive of the article manufactured, and 
which can be emploved with truth by other manufacturers, apply 
with equal force to the appropriation of geographical names, 
designating districts of country. Their nature is such that they 
can not point to the origin (personal origin) or ownership of 
the articles of trade to which they may be applied. They point 
only at the place of production, not to the producer; and could 
they be appropriated exclusively, the appropriation would result 
in mischievous monopolies. Could such phrases as ‘Pennsylvania 


wheat, “Kentucky hemp, ‘Virginia tobacco, or ‘Sea Island cot- 
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SUPREME COURT OF MONTANA 175 
ton,’ be protected as trade-marks ; could any one prevent all others 
from using them, or from selling articles produced in the dis 
tricts they describe under those appellations, 1t would greatly 
embarrass trade, and secure exclusive rights to individuals in 
that which is the common right of many. It can be permitted 
only when the reasons that lie at the foundation of the protection 
given to trade-marks are entirely overlooked. It can not be said 
that there is any attempt to deceive the public when one sells as 
Kentucky hemp, or as Lehigh coal, that which in truth is such, 
or that there 1s any attempt to appropriate the enterprise or 
business reputation of another who may have previously sold 
his goods with the same description. It is not selling one man’s 
goods as and for those of another. Nothing is more common 
than that a manufacturer sends his products to market, desig- 
nating them by the name of the place where they were made.” 
Then, after distinguishing cases in which the exclusive right 
to the use of geographical names, as indicating ownership and 
origin by reason of a long association of manufactured articles 
with them and the secondary meaning which had thus become 
attached to them, the court said further: “It must then be 
considered as sound doctrine that no one can apply the name 
of a district or country to a well-known article of commerce, 
and obtain thereby such an exclusive right to the application 
as to prevent others inhabiting the district or dealing in similar 
articles coming from the district from truthfully using the same 
designation. It is only when the adoption or imitation of what 
is claimed to be a trade-mark amounts to a false representation, 
express or imphed, des'gned or ineidental. that there is any 
title to relief against it. True it may be that the use by a second 
producer, in describing truthfully his product, of a name or a 
combination of words already in use by another may have the 
effect of causing the public to mistake as to the origin or owner 
ship of the product, but if it 1s just as true in its application to 
lis goods as it is to those of another who first applied it, and 
who therefore claims an exclusive right to use it, there is no 
legal or moral wrong done. Purchasers may be mistaken, but 
they are not deceived by false representations, and equity will 
| 


not enjoin against telling the truth.” The question at issue was 
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whether the plaintiff had the exclusive right to use the word 
“Lackawanna” as a designation of coal mined in the Lackawanna 
Valley in Pennsylvania. The court held that the word “Lacka- 
wanna,” being a mere geographical designation of the place or 
field in which Lackawanna coal was produced, could not be 
exclusively appropriated by one of several persons engaged in 
mining coal there and putting their product upon the market. 
\gain, in Castner v. Coffman, 178 U. S., 168, 20 Sup. Ct., 
842, 44 L. Ed., 1021, it was held that the use of the name 
‘Pocahontas Coal” by the selling agents for the owners of coal 
mined in the Pocahontas coal region did not create an exclusive 
right to apply that designation to the coal dealt in by them, nor 
deprive other owners of mines there of the right to use it. The 
principles declared by the court in Delaware & Hudson Canal 
Co. v. Clark, supra, have been applied in many other cases ( Lazw- 
rence Mfg. Co. v. Tennessee Mfg. Co., supra; Goodyear v. 
Goodyear Rubber Co., 128 U.S. 598. 9 Sup. Ct., 166, 32 L. Ed., 
535; Corbin v. Gould, 133 U.5., 308, 10 Sup. Ct., 312, 33 L. Ed. 
611; Brown Chemical Co. v. Meyer, 139 U. S., 543, 11 Sup. Ct., 


625, 35 L. Ed., 247), and we think they are conclusive of this 


The court found that the region in which the product. of 
both of the parties in this case is mined is known as the Owl 
Creek coal field; that the product offered for sale by both is 
truthfully designated as “Owl Creek Coal,” and that therefore 
the designation “Owl Creek” does not point to the origin or own 
ership, but merely to the place whence the product is brought. 
It necessarily found that it had not by long association with 
plaintiff's business acquired a peculiar or secondary meaning. 
It therefore correctly concluded and adjudged that the plaintiff 
is not entitled to relief. 

The judgment is affirmed. 

Holloway, J., concurs. Smith, J.. dissents. [On special 


grounds, not related to the subject-matter of the action. | 
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CAULFIELD, |.—This is an injunction suit, brought to restrain 
defendant from manufacturing and vending its baseballs in imi 
tation of the baseballs manufactured and vended by plaintiff, 
ind from labeling, branding, and stamping its baseballs with the 

g es 


rds “Official American League. In its petition the plaintiff 
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alleges “that under the terms of written agreements entered into 
by it, with the American League of Professional Baseball Clubs, 
* * * known to the public as the ‘American League,’ it has 
had continuously since the organization of said league and now 
has the exclusive right and privilege to manufacture and furnish 
all the baseballs used by said ‘American League’ and the base- 
ball clubs composing it’; that plaintiff vends said baseballs to 
the public; “that in manufacturing and vending said baseballs 
it used a red and blue thread in stitching on the covers of said 
baseballs, and places on said balls the following label, brand, 
or stamp, to wit, ‘Official American League Ball, as a trade- 
inark or trade name to indicate that it is the official baseball of 
said “American League’; that defendant manufactures and vends 
to the public baseballs which are stitched with red and blue 
thread in imitation of the baseballs manufactured and vended 
by plaintiff, and which are practically identical in appearance to 
the baseballs manufactured and vended by plaintiff, and which 
bear the following false, fraudulent, misleading, deceptive, and 
imitative label, brand, and stamps, to wit, ‘Official American 
League’; that the defendant well knows plaintiff's exclusive right 
and privilege to manufacture and vend the official baseball of 
said ‘American League, but defendant for the purpose of falsely 
and fraudulently deceiving and misleading the public and to 
cheat, defraud, and damage plaintiff and injure plaintiff's rights, 
stitches, manufactures, and labels, brands, and stamps its base- 
ball as aforesaid; that defendant threatens to continue and is still 
continuing the wrongful and unlawful act aforesaid, although 
requested by plaintiff to desist therefrom,” etc. 

In addition to a general denial and certain allegations of 
fact relied upon by defendant as justification of the use by it 
of the words “Official American League,” which are not neces- 
sary to be set forth, defendant's answer proceeds as in the nature 
of a cross-bill, alleging that by reason of its prior registration 
of the word “American” as a trade-mark, and prior adoption 
and use of the words “American League” as applied to baseballs, 
it has the exclusive right and privilege of using said words 
“American League” as applied to baseballs, and prays that plain- 
titf be enjoined from using them in that connection. 
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The trial court found that both plaintiff and defendant have 
an equal right to the use of the words “American League” as 
applied to baseballs, and denied defendant’s prayer that plain- 
tiff be restrained from using them. It did, however, restrain 
the defendant from using the word “official” in combination with 
the words “American League.” Defendant has appealed and 
now contends that the decree was erroneous in both of the par- 
ticulars just mentioned. The case was tried and submitted upon 
an agreed statement of facts, supplemented only by the intro- 
duction in evidence of the respective baseballs of the parties, 
together with their wrappings or boxes, indicating the manner 
in which such baseballs were offered to the public for sale and 
sold. These balls, etc., are before us for our inspection. 

The facts necessary to an understanding of this opinion, 
as disclosed by the agreed statement of facts and the exhibits, 
may be briefly stated as follows: The plaintiff is a manufacturer 
and dealer in baseballs. The defendant is a dealer in baseballs. 
The plaintiff's baseball contains on its cover the words “Official 
\merican League” and a circular design, inclosing the word 
“Reach” and the words “Trade-mark.” From what we will say 
concerning lack of similarity in the balls, we will not more 
definitely describe plaintiff's ball, and will be equally limited in 
our description of defendant's ball when we come to it. The 
wrapper or box containing plaintiff's ball consists of a paste- 
board box, the general color tone of the outside of which is a 
green background covered by a pattern composed of a number 


( 


f small reproductions of the Reach trade-mark. On one face 


f the outside of the box there is what looks like a label printed 
in red ink on a white background, reading: ‘This is THE 
Official Ball and is Absolutely Guaranteed.” On the opposite 
face of the box there appears what looks like a label printed in 
red ink on a white background, and consisting of a large copy 
of the Reach trade-mark. On one of the two ends of the box 
which open there is printed in red ink on a white background 
on the upper flap, the words: “The Reach ‘Official’ American 
League Ball.” And on the lower flap at the upper edge, the 
words: “A. J. Reach Co., Philadelphia.” To close the box a 


strip of paper is pasted around the box in such a way as to close 
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the two ends which open, which paper is divided into four sec 
tions. Section 1 contains a copy of the trade-mark as it ap 
pears stamped on the ball. Section 2 bears the words, 
printed in blue ink, “Officially Recognized and adopted 
by the,” and in red ink, “American League.” Section 3 
contains the words: “The Reach Official American League Base 
ball,” inclosed in an ornamental sign; a reproduction of the trade 


mark being at each corner of the sign. Section 4 bears the 


following: “I hereby certify that Reach’s Official American 


League Ball, manufactured by A. J. Reach Company, of Phila 
delphia, has been adopted as the official ball of the American 
League of Professional Baseball Clubs and must be used in all 
games. B. B. Johnson, Prest.” 

The defendant’s ball has stamped on it the words: “S. FH. 
Co.'s Official American League.” The package or box in which 
the defendant's ball. is offered for sale and sold consists of a 
pasteboard box, the outside of which is a plain background colored 
bright red, having no design upon the background. The printing 
on the box itself is all in plain black. On one side are the words: 
“Simmons,” a large monogram embodying the letters “S. HI. 
Co.”; then “Official American League, Double Stitched.” 
Qn one of the ends which open, on the upper flap, are¢ 
the words: “This Ball Conforms, in Weight and Size, to,” 
and on the bottom flap, “Both American and National League 
Regulations.” The box is closed by a strip of white paper coy 
ering the ends which open, and bearing in blue letters the fol 
lowing inscriptions, in one panel, on one side:  “Simmons’ 
No. 14 Official American League is Guaranteed to Stand 
Nine Innings.” In another panel, “American Baseball Goods,” 
in a circle and surrounding a large monogram “S. H. Co.” In 
another panel, “The Name ‘American’ On Base Ball Goods 
Means Quality.” In another panel a representation of the 
American flag on a baseball as a background, with the words 
‘’Trade-mark.”’ 

Kach party has spent large sums of money in advertising 
its ball stamped, inclosed, and marked as aforesaid, and the busi 
ness of each in the sale of baseballs so stamped, etc., has been 


and is extensive in various parts of the United States in the 
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same territory and promises to continue to be so unless re- 
strained. There is no such similarity in the appearance of the 
halls or their packages or boxes as could possibly deceive a pur- 
chaser, desiring a ball of one, into buying a ball of the other. 
\Vhatever similarity there is in color, form, and texture appears 
to be merely incident to the proper manufacture of baseballs 
of high grade and tasteful appearance. 

[In baseball parlance a baseball “league” is a voluntary asso- 
ciation of baseball clubs. At all the times we are concerned 
with there have been a great many of these “leagues” in the 
United States, some professional, some nonprofessional. A 
“league” baseball is any high-grade baseball. “Official’’ as ap- 
plied to a baseball indicates that the ball has been adopted by 
some baseball league. It seems to be the practice or custom 
of baseball leagues to adopt some particular baseball 
or several baseballs as the so-called “official ball, or 
halls, with which games played by the clubs constituting such 
leagues may be played, the purpose being to secure uniformity 
in the games through the use of the standard ball thus adopted. 
It seems also to be the practice of manufacturers and dealers 
in high-grade baseballs of the kind termed “league balls” to 
have their ball adopted by some league, and then call their ball 
an “Official League Ball.” Thus a ball of the Victor Sporting 
Goods Company is called “Official Victor League Ball’; the ball 
of the Draper & Maynard Company is called “Official League 
Ball”; the ball of Il. Harwood & Sons is called “Keefe Official 
Players League Ball,” also “Becannon Official League Wall”; 
the ball of Wm. Wood is called “Official League Ball.” 

Since the year 1892 and up to the year 1900 the defendant 
produced, advertised, and sold some 10,000 dozen baseballs bear- 
ing the words “American League,” and has continuously since 
that vear manufactured, advertised, and sold baseballs bearing 
those words. In 1&94 it had the word “American” registered 
as its trade-mark, as applied to baseballs, under the provisions 
of the Missouri Statutes. Up to the year 1goo, there was no 
league of baseball clubs known as the “American League.” In 
the vear 1g00 the “American League of Professional Baseball 


Clubs” was organized. It is an association bound together by 
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articles of agreement, and has for its purpose the exhibition of 
baseball playing contests between clubs representing different 
great cities, for the purposes of revenue; the spectators being 
charged an admission fee. The “American League of Profes- 
sional Baseball Clubs” is well known throughout the United 
States as the “American League,” and we will call it by that 
name hereinafter. It and another league called the “National 
League” are the two greatest baseball leagues in the United 
States. From the standard of attendance and skill of the play 
ers participating, they are far superior to any league or associa- 
tion of baseball clubs in the United States, and are commonly) 
known as the “Major Leagues,” to distinguish them from the 
less important leagues which are known as “Minor Leagues.” 
Since December 17, 1900, the plaintiff has had a contract with 
the “American League,’ whereby the latter and the clubs com- 
posing it have been bound not to use, either in games or prac- 
tice, any other ball than one to be manufactured and supplied 
by the plaintiff, and the plaintiff's baseball has been exclusively 
used by the clubs composing said “American League” in the 
regular exhibition games which are played according to a sched- 
ule mutually agreed upon by said clubs, and the plaintiff's base- 
ball has, since the execution of said contract, been adopted by 
said league as the official ball with which all games of that 
league must be played. The “American League” and the “Na- 
tional League” have each adopted a rule prescribing the weight 
and size of the ball to be used by them, and providing that: 
“The Reach American League and the Spalding National League 
ball must be used in all games played under these rules.”” The 
defendant’s ball conforms in weight and size to this rule. The 
defendant’s ball, which it calls the “Official American League’’ 
ball has not been adopted and is not used by the “American 
League,” but in 1908 it had its baseball adopted as the “official” 
ball of the “Manufacturers’ League,” a minor local league of 
nonprofessional clubs in the city of St. Louis. 

We may say at the outset that this case does not involve 
a technical trade-mark. The word “American” being geograph- 
ical, and the words “league” and “official” being descriptive, 
none of them was capable of exclusive appropriation as a trade- 


t 
3 
: 
« 
3 
% 






















ST. LOUIS, MISSOURI, COURT OF APPEALS 183 
mark or trade name. American Brewing Co. v. St. Louis Brew- 
ing Co., 47 Mo. App., 14; IVolf Bros. v. Hamilton-Brown Co. 
(8th Circuit), 165 Fed., 413, 414, gt C. C. A., 363; Alden v. 
Gross, 25 Mo. App... 123, 130; Liggett cs Myers Tobacco Go, Vv. 
Sam Reid Tobacco Co., 104 Mo., 53, 60, 15 S. W., 843, 24 Am. 
St. Rep., 313. The parties concede this in their briefs, but each 
insists that under the law of unfair competition it is entitled 
to equitable relief against the other; the plaintiff claiming the 
right to have the defendant restrained from the use of the word 
“official” in combination with the words “American League,” 
and the defendant claiming the right to have the plaintiff re- 
strained from using the word “American” as applied to “league” 
baseballs. We will first dispose of the claim of the defendant 
The defendant’s claim is based upon the idea that the 
word “American” should not be considered or treated as merely 
a geographical name, for the reason that it had acquired a sec- 
ondary signification in connection with its use by defendant. 
The word “league” has, as we have mentioned in the state- 
ment of facts, twe descriptive meanings. As applied to a base- 
ball it means a high-grade baseball. It also means a voluntary 
association of baseball clubs. Conceding that “American” ac- 
quired a secondary signification as applied to defendant's ball, 
then the words “American League’ meant, when used by de- 
fendant, a high-grade baseball vended by defendant. In this 
sense it pointed to defendant as the origin of the baseball 
stamped with those words. But there was a sense entirely dif- 
ferent from that in which the words “American League” might 
be applied to a baseball. This is, as we have seen, that the ball 
was the “official” ball of the American League of Professional 
Baseball Clubs, commonly known as the “American League.” 
This last meaning is perhaps not complete without the addition 
of the word “official”; that is, without the ball being called the 
“Official American League” baseball, as the plaintiff called its 
ball. There is, then, a sense in which the word “American” 
may be properly, and is usually, applied to a baseball, entirely 
disassociated from the idea that the defendant is the origin of 
such baseball. If plaintiff uses the word in that sense, defend- 


ant is not injured. It is only when others use the word as indi- 
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cating defendant as the origin, when they try to palm off their 
goods as the goods of defendant, that defendant can complain. 
Defendant can not have plaintiff restrained from using the 
word so long as it confines such use to the disassociated sense by 
such limitations as will prevent misapprehension on the question 
of origin, and do nothing calculated to result in the palming off 
of its goods as the goods of plaintiff. ‘“The essence of the wrong 
consists in the sale of the goods of one manufacturer or vendor 
for another.” Elgin National Watch Co. v. Illinois Watch Co., 
179 U. S., 665, 674, 21 Sup. Ct., 270, 274, 45 L. Ed., 365. Now 
plaintitt has never tried to use the word “American” as applied 
to league baseballs, except in combination with the words “of- 
hcial” and “league,” and it would be trifling with the facts to 
assume that it has used those words in a sense other than that 
the league ball to which plaintiff applied the word was the 
official ball of the American League of Professional Baseball 
Clubs. This sense is, as we have seen, disassociated from the 
secondary signification which the defendant claims that the 
word “American” acquired as applied to its baseball. That the 
plaintitf took ample and most effective measures to confine its 
use of the word to the disassociated sense we have mentioned, 
and to avoid giving the impression that its ball was the defend- 
ant’s, is so fully sh6wn by our statement of facts that we need 
not repeat here what was said there. It is apparent that the 
most valuable trade sense in which the word could be used is 
that the ball is the official ball of the “American League,” and 
that the efforts of the plaintiff have been painstaking to express 
that sense. The trial court did right in refusing to restrain the 
plaintiff from using the words “American League” or the word 
“American.” 

Coming now to plaintiff's case, we find, as already indi- 
cated, that it must rest, if at all, on a claim to the exclusive right 
to the use as applied to baseballs, of the word “official” in com- 
bination with the words “American League.” Plaintiff is in 
the situation of trying to restrain the defendant by suit in equity 
from using ordinary descriptive or geographical words which 
are free for the world to use, unless the plaintiff has in some 
manner acquired an exclusive right to use them as applied to 
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baseballs. It concedes that it has no right to use them as a 
technical trade-mark. It relies, then, and must rely, upon the 
law of unfair competition, under which plaintiff can not have 
the relief sought, unless the use by defendant of the word or 
combination in question tends to palm off its goods as being the 
goods of the plaintiff. Not that it need be shown that the 
plaintiff's name has been misused, or that the defendant's name 
has been concealed, but it must be shown that by association the 
word “official” in combination with the words “American 
League” had come to mean to the public the plaintiff's baseballs 
alone, and that defendant is vending baseballs under that desig- 
nation, so as to give the public the false impression that they are 
the balls made familiar and popular by plaintiff as the “Official 
American League” ball. If it be shown that plaintiff's ball had 
acquired a meritorious reputation as the “Official Ameritan 
League” baseball, before defendant commenced to use the phrase, 
that reputation is considered part of the good will of the bust 

ness of the plaintiff, a property right, which it is entitled to have 
protected. But plaintiff must make that showing; it must prove 
that its baseballs had acquired a reputation with the public as 
the “Official American League” baseballs, or else it has not shown 
itself to have any property right to be protected, and 1s not en- 
titled to relief. How well has plaintiff met its obligation in that 
respect ? 

The case was tried upon an agreed statement of facts. It 
stated that “for some time prior to the institution of this suit, 
and now, the plaintiff's baseball and the defendant's baseball 
have been sold extensively in various parts of the United States 
in the same territory.” .\fter describing plaintiff's ball the state 
ment says, “The A. J]. Reach Company has spent considerable 
sums of money in advertising the ball above described, and has 
sold the ball extensively throughout the United States.” After 
describing the defendant's ball, the statement says, “The Sim- 
mons Hardware Company has spent considerable sums of money 
in advertising the ball above described, and has sold the same 
extensively throughout the United States.” This is the only 
language tending to show that the public has come to know the 
plaintiff's ball as the “Official American League” baseball. But 
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it makes exactly the same showing as to the defendant's ball. 
It is not stated that the words have become associated in the 
public mind with either ball, and the inference, if any, to be de- 
rived from the language, shows the words to have been used 
as much and as long in connection with defendant’s ball as with 
that of the plaintiff. Clearly, it was not shown in this case that 
the words in dispute had acquired any secondary signification, 
by association, as applied to the plaintiff's baseball alone, and 
therefore defendant’s use of them could not tend to palm off its 
goods as the goods of the plaintiff. And we are impressed that 
plaintiff did not try its suit upon that theory. It is very evident 
that plaintiff relied upon its contract with the “American League” 
to entitle it to the relief sought. 

Briefly, the plaintiff's case is reduced to this: That the 
plaintiff's ball has not (so far as shown by the evidence) ac- 
quired any reputation as the “Official American League” base- 
ball, and therefore those words are not part of the good will 
of its business, and there is no such good will to be protected; 
but plaintiff alone manufactures and vends the ball which has 
been adopted as “official” by the “American League,” and de- 
fendant is telling a falsehood and committing a fraud upon 
the public when it uses the words in dispute upon its balls. 

The only question presented for our consideration then is, 
Can the plaintiff, merely because it is the only one who can truth- 
fully say that its baseballs have been adopted as “official” by the 
“American League,” restrain the defendant from falsely claim- 
ing the same honor for its baseballs ? 

We feel constrained to conclude that it can not. In cases 
involving the law of unfair competition the private right of ac- 
tion “is not based upon fraud or imposition upon the public, 
but is maintained solely for the protection of the property rights 
of complainant.” American Washboard Co. v. Saginaw Mfg. 
Co., 103 Fed., 281, 43 C. C. A., 233, 50 L. R. A., 609; Shelley 
v. Sperry, 121 Mo. App.. 429, 99 S. W., 488. And in a case like 
this, as we have already indicated, such property right of plain- 
tiff must consist in the good will or reputation acquired by the 
association of the words sought to be appropriated with the goods 


of the plaintiff. Plaintiff could not acquire the exclusive right 
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use the disputed words by contract with the “American 
League,” or by becoming the only one who could truthfully use 
the words. Such contract and acquired status has no bearing 
on this controversy. The plaintiff must stand or fall upon the 
question whether it has shown that the words in dispute have 
acquired a secondary signification in connection with its baseball, 
and as we have seen, it has failed to make that showing. 

\We wish to qualify our remark that the contract has no 
hearing on this controversy to this extent. If on a retrial the 
‘ircuit court should conclude that the plaintiff is entitled to in- 
junctive relief under the rule here enunciated, it will limit the 
period of restraint to the period of plaintiff’s right to have its 
hall exclusively used by the “American League,” for beyond that 
period the plaintiff may be guiltv of fraud and deceit in desig- 
nating its ball as the “Official American League” baseball, and 
it will not be aided in that respect by the court. Grocers Jour- 
nal Co. v. Midland Publishing Co., 127 Mo. App.. 356, 369, 105 
S. W., 310. 


The decree of the circuit court, excepting only that part 
which denies the prayer for relief set out in defendant’s answer, 
is reversed, and in order that the plaintiff may have opportunity 
to amend its pleading and offer proof as indicated in this opinion, 
if the facts justify, and it is so advised, the cause is remanded 


for retrial. 
RrEYNOLDs, P. J., and Norront, J., concur. 


KANSAS CITY, MISSOURI, COURT OF APPEALS 
Covert, et al. v. BERNAT, et al. 
(138 Southwestern Rep., 103.) 
May 20, 1911. 


TRADE-MARK DISTINGUISHED FROM TRADE NAME OR SIGN. 
A trade-mark is a mark applied to goods, to indicate their origin. 
\ sign displayed outside a place of business is not a trade-mark and 
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a suit in which it is sought to protect such sign against imitation can not 
be sustained, if brought on the theory of trade-mark infringement 
2. Surt—MISTAKEN THEORY. 


A suit brought to restrain infringement of a trade-mark can not 
be sustained as one for unfair competition. 


Appeal from Circuit Court, Jackson County. 


Aleshire & Gundlach and Oliver lVroughton, for appellants. 
Sebree, Conrad & Wendorf, for respondents. 





ELLison, |.—Plaintiffs are partners, and under the name of 
“Smith Shoe Repairing Company” do a general shoe mending 
business in Kansas City. Defendants are also partners and are 
engaged in the same business under the name of “Bernat Broth- 
ers.” Plaintiffs have what they term and claim to be a “trade- 
mark’? which they claim defendants infringed upon by adopting 
a like device, to the deception of their customers and the hurt 
of their trade. They therefore instituted this action to restrain 
defendants from further using such similitude to their trade- 
mark. The trial court, on hearing the evidence in plaintiffs’ 
behalf, found for defendants and dismissed the bill. 

Plaintiffs showed that they conducted their business at four 
different repair shops in Kansas City, and that they used the 
following design as a sign at each shop, viz.: “A transparent 
sign, about three and one-half by seven feet, consisting of glass 
sides set in a wooden frame and illuminated by an electric light 
placed within. The field of this sign is painted red and upon 
it is painted the sole of a shoe, in this shape: the toe and heel 
of the sole are painted white, and the shank black. Upon the 
heel is the character *}°. On the shank, in white letters are the 






words ‘Sewed Soles’; on the toe are the characters ‘75c’ and the 





words *“Trade-Mark, and below the picture of the sole is the 
word ‘Mens. On top part of frame are words ‘Old Soles 
Made New. On the lower part of the frame are the words 







‘Smith Shoe Repairing Company,’ suspended below which are 
the words ‘Shoes fixed while you wait.’” Plaintiffs further 
showed that they filed a copy of the sole of the shoe with words 
and figures thereon with the Secretary of State as their trade- 
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mark. They further showed that afterwards defendants, who 
are engaged at one place in said city in the same shoe repairing 
business that plaintiffs are in, are using a sign of the following 
description: “About three and one-half by five feet, consisting 
of glass sides set in a frame and illuminated from within by an 
electric light, the field being painted red, the sole of a shoe is 
painted white, and upon the sole of the shoe, in black letters, are 
the words: ‘Sewed Soles, below which are the characters 
‘\-75c, on the shank the word ‘Mens,’ and on the heel, ‘Heels 
25c, together with a heel plate on the edge of the heel on which 
is written “Lyon plate. On the top of the frame are the words 


‘TD 


Bernat Bros. Shoe Repairing Co.’ On the bottom of the frame 
are the words ‘Repairing while you wait, and below are the 
words ‘Hand Sewed } Soles $1.25." ” 

It does not appear except in a few instances, as hereinafter 
stated, that defendants used what is called the trade-mark 
the sole of the shoe—or its accompanying words, letters or fig- 
ures, on shoes repaired,-sold or manufactured by them. In 
Liggett & Myers Tobacce Co. v. Reid Tobacco Co., 104 Mo., 53, 
15 S. W., 843, 24 Am. bt. Rep., 313, the Supreme Court said 
that: “A person has a right to the exclusive use of marks, forms 
or symbols appropriated, by him for the purpose of pointing out 
the true origin or ownership of the article manufactured by him. 
The limitation upon this right is that such designs or words 
may not be used for the simple purpose of naming or describ- 
ing the quality of the goods; for to permit that would be to fos- 
ter a monopoly, while the great purpose of the law of trade- 
inarks is to protect the owner in the exclusive use of his device 
which distinguishes his product from other similar articles.” 

This was quoted and affirmed in Oakes v. Candy Co., 146 
Mo., 391, 48 S. W., 467. An arbitrary name or device may be 
adopted as a trade-mark, but its mere adoption will not suffice 
to establish a right to it; or a right to prevent others from using 
it. It must be used by him who adopts it by, in some manner, 
affixing it to the article manufactured or sold. “A trade-mark 
which is not in some manner attached or affixed or stamped on 
the article indicated by it involves a contradiction in itself, the 
ilea of some distinctive brand or mark being inherent in the ex- 
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pression itself. An article can only be said to be distinguished by 
a trade-mark when that mark is connected with, annexed to or 
stamped, printed, carved or engraved upon the article as it is 
offered for sale.” Oakes v. Candy Co., supra. The same ruling 
is made by the St. Louis Court of Appeals in Grocers’ Journal 
v. Midland Pub. Co., 127 Mo. App., 356, 105 S. W., 310. The 
latter case involved the interesting question whether the name 
of a newspaper could be a trade-mark, and it was held that it 
could. But a sign unattached, or not stamped upon the article 
offered for sale, can not constitute a trade-mark. It did appear, 
rather incidentally than otherwise, that plaintiffs had small 
“stickers” with a representation of their sign printed thereon 
which they sometimes pasted on their repair work. But what 
they sought in their petition was to restrain an imitation of their 
sign, and the evidence was directed to show the resemblance 
of defendants’ sign to theirs; and in the opening of their argu- 
ment and brief it is stated that the contest is between the two 
signs as being so similar as to cause mistake of one’s place of 
business for the other’s. 

There is a class of wrongs, not like, but closely related to 
trade-marks, known as unfair trade, or competition, in which 
relief may be had in appropriate cases. And this unfairness 
in trade may consist in signs, advertising and designating places 
of business if they are so designated as to probably deceive the 
public. For a deception of any substantial portion of the public 
would, of course, work a hardship and loss on him whose sign 
is thus so far imitated as to cause such deception. Paul on 
Trade-Marks, § 223; Browne on Trade-Marks, § 799; Hop- 
kins, Unfair Trade, § 15. 

In Cruttwell v. Lye, 17 Ves. Jr., 335 (34 Eng. Reprint, 
129), the chancellor said that there was no doubt equity would 
interpose to prevent the fraud of “setting up the same trade, 
in the same place, under the same sign’; adding “the party giv- 
ing himself out as the same person.’ We think, however, the 
latter observation would not be a necessary part of a case. Thus, 
in American Brewing Co. v. St. Louts Brewing Co., 47 Mo. 
App., 14, a similar sign was used, with no pretense of being 
the same person or corporation, yet in an interesting opinion by 
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Judge Rombauer, it was held that equity would afford relief. 
So, in Hilson Co. v. Foster (C. C.), 80 Fed., 896, and Johnson 
v. Hitchcock (Sup.), 3 N. Y. Supp., 680, it was held that de- 
ceptive advertisements by signs or pictures would in proper 
cases be restrained. The latter case involved the right to imi- 
tate a flag which was a real estate auctioneer’s business sign. 
The court said: “Strictly speaking, the plaintiff can not main- 
tain this action on the theory of trade-mark proprietorship, but 
the right he seeks to enforce will be protected, on the principle 
upon which courts of equity interfere to prevent illegitimate 
competition in trade or business by one seeking to acquire to 
himself the custom of another person by an unfair or fraudulent 
ise of those signs, symbols, or devices which are used by, and 
are known to be used by, that other person. The defendant 
has just as much right to use in his advertisements the picture of 
a flag as the plaintiff has, but he has not the right to imitate 
those peculiar and fanciful arrangements of details which indi- 
cate to the public the plaintiffs’ special business sign.” But 
plaintiffs’ case was not founded on the idea of unfair trade or 
unfair competition, and they have no right now to claim relief 
which would be altogether outside the case they stated and tried. 
In consequence of this we need not pass judgment upon the 
question whether in such action the facts of this case would 
entitle them to relief. 
* X x * %* 
The judgment is affirmed. 
\ll concur. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


MREITENBACH AND F. H. Stronc CoMpPANyY v. ROSENBERG. 
(167 O. G., 763.) 
April 3, 1911. 
1 TrapE-MarkK—How EstTABLisHED. 


It is not necessary that the use of a mark be general, and the article 
be widely known, before rights therein as a trade-mark arise’ - It is 
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enough if the article with the mark upon it, is actually on sale in the 
market, with the intent by the. proprietor to continue such use of the 
mark. 


Use Surricient To Give TITLE. 

Sales of goods by wholesale and retail druggists in Hoboken, 
Chicago and Detroit from the time the goods were first introduced into 
this country from Germany, suffice to establish a trade-mark, although 
the sales were neither Jarge nor general. 

SIMILARITY OF MAarKS—“CHOLOGESTIN’—“CHOLOGEN.” 

The mark “Chologestin” so closely resembles “Chologen” as to be 
likely to produce confusion in trade when used upon goods of the same 
general description. 


Mr. Philip Carpenter, for the appellant. 
Mr. C. P. Goepel, for the appellee. 


SHEPARD, C. J.—This is an appeal from the decision of the 
Commissioner of Patents canceling a trade-mark. 

Breitenbach obtained registration of Chologestin as a trade- 
mark for a medical remedy, April 2, 1907. On February 11, 
1908, Rosenberg obtained registration of Chologen, for a medical 
preparation. 

On May 24th, 1907, F. H. Strong Company, -assignee of 
Breitenbach, filed an opposition to Rosenberg’s registration, the 
ground thereof being that the marks Chologestin and Chologen 
were applied to goods of the same descriptive properties, and 
that the latter so nearly resembled the former as to be likely 
to cause confusion, etc. 

Rosenberg answered the same, alleging that if it be the fact 
that the two marks so nearly resembled each other, etc., he was 
entitled to registration, nevertheless, because he had adopted and 
used Chologen as a trade-mark long prior to the first use of the 
other by the opponent. 

The opponent, on September 17, 1907, asked leave to with- 
draw its opposition. The Examiner of Interferences denied the 
leave, following, by analogy, the practice in patent interference 
proceedings, and adjudged that Rosenberg was entitled to reg- 
istration. 


After obtaining registration, Rosenberg began this proceed- 


ing to cancel the Breitenbach registration, alleging his adoption 


and use of the trade-mark .Chologen in the United States, long 
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prior to a like use of Chologestin by any other person, as well 


as its continued use to date. He also alleged that Chologestin 


so nearly resembles his trade-mark as to be likely to cause con- 
fusion in trade. Both the Examiner of Interferences, an’ the 
Commissioner on appeal to him, found that Rosenberg had 
adopted and used his trade-mark long prior to that of Breiten- 
bach, and that the two so nearly resembled each other as to be 


likely to cause confusion in trade. Hence the order for can- 
cellation was entered. 

The first contention of error in the decision appealed from, 
is that the use of Chologen by Rosenberg had not been of 
sufficient extent, or of such a character as to create a trade-mark 
right. As to the extent of the use, the testimony shows that 
Rosenberg manufactured his Chologen tablets in Germany. They 
were first introduced into the United States by Dr. Aaron of De- 
troit, in 1903, who frequently prescribed them for patients. The 
doctor read a paper before the Detroit Academy of Medicine, 
October 23, 1905, describing the tablets and recommending them. 
He first bought ten packages of the tablets, each box containing 
100 labeled “Chologen Tablets.” The tablet is what is called 
an “ethical remedy,” that is one intended to be sold only on a 
physician’s prescription, and not as a “patent medicine.” The 
doctor turned over some of the packages to a local druggist, 
Seltzer, who supplied them on his prescriptions. Seltzer began 
ordering the tablets from a Chicago dealer in 1904, and later 
direct from Rosenberg. They were then put up in glass bottles, 
in quantity as before. Seltzer handled about eight hundred pack- 
ages during 1905, and the same in 1906; a slight increase in 1907. 
They were sold on prescriptions, and to other druggists. Rhode, 
a Chicago druggist, ordered from Rosenberg about six dozen 
packages in 1903, repeating his orders about nine months apart. 
He resold them only on physician’s prescriptions. Since 1906, 
he ordered the tablets, about two dozen bottles at a time, from 
Lehn & Fink of New York, and A. Bruckner of Chicago. He 
commenced to sell some to jobbers in 1904. In all, he had sold 
about three hundred packages on prescriptions and about two 
hundred and fifty to the trade. When sold on prescription they 
were a few at a time, and were taken from the original package 
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and put up in the druggist’s own boxes. Lehn & Fink, whole- 
sale druggists of Hoboken, N. J., purchased from Rosenberg, un- 
der an arrangement including advertisement, and have been sell- 
ing small quanities to the trade since 1903. The bottles always 
bore the label, ““Chologen Tablets.” While the testimony is un- 
certain as to the amount of sales, and indicates that they were 
neither very great, nor general, it shows that the goods under the 
aforesaid label, were on sale by wholesale and retail druggists 
in Iloboken, Chicago and Detroit, from 1903 to the time of tak- 
ing testimony. The beginning of these sales long outdated the 
use of Chologestin by Breitenbach or his assignee. We agree 
with the Commissioner that the evidence is sufficient to establish 
a trade-mark use. It was affixed to the bottles containing the 
tablets, in good faith, and a trade was established in the goods in 
three states, though to a limited extent. 

Every trade must have a beginning, and it would be unreason- 
able and unjust to say that it must be general, and the article 
widely known before the trade-mark in the name affixed to it, 
and indicating its origin can be acquired. The subject is so ably 
discussed, and the like conclusion so convincingly stated in an 
opinion of the Circuit Court of Appeals of the seventh circuit, 
that we shall content ourselves with the following extract there- 
from, which we entirely approve: 


It is enough, we think, if the article with the adopted brand upon 
it, is actually a vendible article in the market, with the intent by the 
proprietor to continue its production and sale. It is not essential that its 
use has been long continued, or that the article should be widely known, 
or should have attained great reputation. The wrong done by pitacy 
of the trade-mark is the same in such case as in that of an article of 
high and general reputation, and of long-continued use. The difference is 
but one of degree, and in the quantum of injury. <A proprietor is en- 
titled to protection from the time of commencing the use of the trade- 
mark. (Malskaffee Fabriken v. Kneipp Med. Co., 82 Fed. Rep., 321.) 


Apparently it was not feasible to label each tablet separately ; 
the only practicable method was that adopted, namely, to affix 
the trade-mark to each small bottle containing 100 of the tablets. 

We also agree with the conclusion of the Commissioner that 
Chologest:n so closely resembles Chologen as to be likely, when 
used upon goods of the same general description, to produce 
confusion in trade. The contention of the appellant that non- 
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resemblance between the marks has been conclusively established 
by the decision in the opposition proceeding is untenable. Rosen- 
berg did not deny that there was this resemblance between the 
two marks in his answer. Evidently, the only question there 
decided was priority of adoption and use. If that decision 
should have any weight at all on that point it would be against 
sreitenbach’s present contention, rather than in its support. 

The special ground of his contention was, that having reg- 
istered Chologestin, he would be damaged by the registration of 
Chologen by Rosenberg, because of the similarity of the two 
marks. Rosenberg did not deny this, but based his right to 
registration, on prior adoption and use, which fact he established 
in that proceeding as well as in this. 

There was no error in the decision and it will be affirmed. It 


is so ordered, and that this decision be certified to the Commis- 
sioner of Patents. 


DuLUTH-SUPERIOR MILLING COMPANY v. KOPER. 


(167: ©. -G, 26) 


April 3, 1911. 


CANCELLATION—TEN YEARS CLAUSE—UsE Nor Exclusive. 

An application for the cancellation of a mark registered under the 
ten-years clause of the Trade-mark Act is properly granted when 
the evidence shows that the registrant did not have exclusive use of the 
mark, during the ten years next preceding the passage of that act. 


Mr. Titian W. Johnson and Mr. H. H. Boyesen, for the ap- 
pellant. 
Mr. John M. Coit, for the appellee. 


Ross, J.—This is an appeal from concurrent decisions of 
the Patent Office tribunals sustaining the application of appellee 
for the cancellation of the trade-mark registration of appellant. 
The principal features of the mark are the words “Freeman 
Milling Co.” over the word “Superlative” in large type. Reg- 
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istration was under the so-called ten-years clause of the Trade- 
Mark Act. 

This mark was adopted in 1876 by the copartnership firm of 
A. A. Freeman & Co., of La Crosse, Wis., flour manufacturers. 
In 1885 the firm were largely indebted to Chas. Haight & Co., 
of New York, the members of this firm being Haight, A. D. 
Freeman, and Henry Koper, the appellee. A mortgage upon 
the real estate of the Freeman Company was given Haight & 
Co., and from that time on they practically controlled the busi- 
ness of the mortgagors. In 1890 the mill burned and Haight 
& Co., who had theretofore handled much of “Freeman’s Su- 
perlative Flour,” procured it elsewhere until about the fall of 
i892. A. A. Freeman & Co., composed of A. A. Freeman and 
Marcus Freeman, appear to have entirely discontinued operations 
after the fire. The Freeman Milling Co., a corporation, was 
organized at Superior, Wis., and it is through this company that 
appellant claims to have acquired its right to this mark. It is 
contended that that company purchased from (not through) 4. 
A. Freeman the good will and marks of the firm of A. A. Free- 
man & Co. It is not contended that the other member of the 
firm. Marcus Freeman, had anything to do with the transfer, 
either directly or indirectly. The firm and not an individual 
member thereof having withdrawn from business, it 1s apparent 
that the rule announced in Menendez v. Holt (128 U. S., 514), 
to the effect that when a partner retires from business acquiescing 
in the retention by the other partners of the old stand, the good- 
will, including in some cases the trade-mark, remains with the 
firm, does not here apply. It is not necessary, however, to in- 
quire further into the origin of appellant’s title to the mark, 
owing to the view we take of the evidence. 

The appellee Koper, surviving member of Chas. Haight & 
Co., claims title to the mark hy a verbal transfer to his firm at 
about the time of the execution of said mortgage to that firm. 
Marcus Freeman, the surviving member of A. A. Freeman & 
Co., testified that such a transfer was made. We pass this 
question for the same reason that we passed the question of ap- 
pellant’s title to the mark. 


The Examiner of interferences and the Commissioner have 
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ruled that when the Freeman AMulling Co. came into existence 
in 1892; Koper asserted title to the mark, and that in compli- 
ance with his request that company had stencils made of the 
mark like a copy furnished it by Koper and thereafter branded 


flour, in accordance with his directions, for shipment to him. 


We have carefully reviewed the evidence concerning the con- 


flicting claims of these parties and have reached the conclusion 
that the evidence warrants the findings of the Patent Office. 
We think it reasonably certain that Koper was handling this 
brand of flour up to and at the time of the organ:zation of the 
Freeman Milling Co. in 1892, and that he continued to handle 
practically all the flour so marked under an undisputed claim 
f title to the brand. No good purpose would be subserved by 
a review of the evidence, and we therefore content ourselves 
with the finding that appellant was not, under the evidence in 
this case, the sole and exclusive user, during the ten years nec- 
essary to entitle ‘t to such registration, of the mark whose reg- 
istration it procured. 

The decision of the Commissioner is therefore affirmed and 
the clerk will certify this opinion as by law required. 
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Ex PARTE, Crort & ALLEN ComMPANY 
G., 490. ) 


January 21, TOTI. 


Descriptive TerM—“CHoce Home-Spun,” ror Canpy 

The words “Choc Home-Spun” are properly refused registration 
as a trade-mark for candy, since descriptive of the goods to which 
they are applied. 


Vessrs. Weidersheim & Fairbanks, for the applicant. 
Moore, Commissioner.—This is an appeal from the decision 


of the examiner of trade-marks refusing to register the mark 
“Choc Home-Spun” as a trade-mark for candy. 
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The mark has been refused registration on the ground that 
it is descriptive and that “Home” alone is anticipated by the 
registration of Griggs, Cooper & Company, No. 56,132, showing 
this word applied to candy. 


The first meaning of the word “homespun” given in the Cen- 
tury Dictionary is— 


spun or wrought at home, of domestic manufacture or origin, plain, 
familiar. 





The words “Choc Home-Spun” as applied to candy are there- 
fore clearly indicative of chocolate candy of home manufacture 
or similar to that commonly made at home. If the mark is 
not deceptive, it is therefore clearly descriptive of the goods to 
which it is applied. 

As pointed out by the examiner, the word “spun” may also 
properly be considered descriptive of candy, since certain can- 
dies have the appearance of having been spun or are made by a 
process to which this term may be applied. In this light, also, 
the mark is clearly an aggregation of unregistrable features and 
was properly refused registration. (Jn re Meyers Bros. Coffee 
& Spice Company, 140 O. G., 756.) 
















The decision of the examiner of trade-marks is affirmed. 





EX PARTE, ATSATT Bros. 





(163: ©. -G.,-231;) 









January 24, IQII. 





MarRK SHOWN IN BUT ONE Form. 


The trade-mark sought to be registered was shown in the drawing 
in two different forms. The requirement that one of these forms be 
cancelled was proper. 


Messrs. Crosby & Gregory, for the applicant. 
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Moore, Commissioner.—This is a petition from the action of 
the Examiner of trade-marks requiring that either Figure 1 or 
Figure 2 be cancelled from the drawing, so that the mark shall 
appear thereon in but one form. 

The trade-mark which applicant seeks to register is the word 
“Acme” as applied to peanut-roasters. It appears that the mark 
is actually displayed on the roasters in two somewhat different 
types of letters, which are represented, respectively, by Figures 
1 and 2 of the drawing. In one case the word is stenciled in 
large letters upon a plain surface, and in the other it is applied 
to a brass plate attached to the body of the roaster. Applicant 
contends that there is nothing in the law prohibiting the showing 
of the mark in two forms, as presented by him, and that the ex- 
aiminer’s requirement is therefore unwarranted. 

It is clear, however, that an applicant is not justified in em- 
bodying in his application all matter not actually prohibited by 
the law, since such a practice would obviously lead to confusion 
in many cases. There are good reasons for the practice which 
has become established in the office of permitting an applicant 
to show the mark in but one form. These are clearly set forth 


in the decision in ex parte Kimball (11 O. G., 1109; 1877 ©. D., 
54), in which it was said: 


If the law required an applicant to show the different modes in which 
he had used or intended to use his trade-mark, there would be good 
grounds for the present appeal, but I can not believe it to be the inten- 
tion of the law that the Office should register as many different modes 
of applying the same trade-mark as the fancy of an applicant might 
dictate. If that were so, a third party might use the same trade-mark 
with impunity, if he could still devise a different mode of applying it. 
This would be giving to the shadow great value, and to the substance 
none at all. 


If applicants were permitted to show in their drawings the 
various modes of printing or producing their marks which are 
used in actually applying the mark to the goods, it would often 
result, as pointed out by the Examiner of trade-marks, in the 
filing of a large number of sheets of drawing, which would 
merely serve to encumber the Office records and to confuse the 
public as to the nature of the mark actually registered. 

The petition is denied. 
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Ex PARTE, PricE FLAVORING Extract Co. 





() 





(163 G., 


j< 


January 31, IQ1T. 














SIMILARITY OF MARKs—“MApPLOMA’—“MAPLEINE.” 

The word “Maploma” for syrup is properly refused registration 
in view of the prior registration of the word “Mapleine” for goods 
of the same descriptive properties. 


bo 


Goons oF SAME DeEscripTIVE PROPERTIES 
“Syrups, syrup compounds and syrup substitutes” are goods of th 
same descriptive properties with a maple flavoring compound. 


Messrs. Taylor & Hulse and Mr. Homer C. Underwood, for 
the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 
the action of the examiner of trade-marks refusing to register 
as a trade-mark for “flavoring compounds” the word “Maploma.” 

Registration is refused in view of the registered trade-mark 
of the Crescent Manufacturing Co., No. 63,545, June 25, 1907, 
of the word ‘‘Mapleine,” for syrup, syrup compounds, and syrup 
subst.tutes. 

It is urged in behalf of the applicant that the trade-marks are 
not so similar as to be likely to cause confusion in the mind of 
the public and that the goods are not of the same descriptive 
properties. 

In my opinion it can not be successfully maintained that the 
marks are so diss:milar as to be unlikely to cause confusion in 
the mind of the public. The first syllable of each mark is the 
same, and the marks are substantially the same in appearance, 
sound, and in significance when the latter is considered in its 
relation to the product to which the marks are applied. 

The contention in behalf of the applicant that the marks are 
not used upon goods of the same descriptive properties 1s be- 
lieved to be untenable. The mark of the registrant is stated to 


be used upon syrups, sprup compounds, and syrup substitutes. 
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The specimens filed as a part of this application illustrate the 
manner in which the trade-mark ts actually used upon the goods 
and contain the following statement: 


“A Harmless Vegetable compound to impart a Flavor similar to Mapie 
for Syrup, Common Ice Creams, Candies, Frostings, or for any article 
where that Flavor is desired. 


Clearly this merchandise is of substantially the same descrip- 
tive properties as a syrup or a syrup substitute. It must be held 
that registration of the applicant’s mark is prohibited by the pro- 
visions of section 5 of the Trade-Mark Act of 1905. 


The decision of the examiner of trade-marks is affirmed. 


Ex PARTE, WinpnHorst & CoMPANY 


G., 249.) 
January 37, Igri. 


1. PARTICULAR DeEscrRIPTION oF Goops—REVIEW OF OBJECTION. 
An objection to a particular description of goods on the ground 
of indefiniteness is reviewable on petition. 
FoRM OF DESCRIPTION 
The terms “pressure-lamps” and “portable merchandise units com- 
monly known as gasolene, incandescent lighting systems” in the 
particular description of goods are sufficiently definite. 


Messrs. Carr & Carr, for the applicant. 


Moore, Commissioner.—This is a petition from the action of 
the examiner of trade-marks requiring that the particular de- 


scription of goods to which applicant's marks is applied be made 
more definite. 


The examiner in his statement on this petition recommends 
that the petition be dismissed on the ground that it relates to 
matter of mer'ts, which is not reviewable upon a petition with- 
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out fee. In support of this recommendation he cites ex parte 
Pfister & Vogel Leather Company (118 O. G., 2250) and other 
cases in which petitions of a similar nature have been dismissed 
on the ground mentioned. In the case of the Pfister & Vogel 
Leather Company, supra, upon the authority of which the other 
cases cited appear to have been decided, the applicant described 


































the goods simply as “leather,” and the examiner held that this 
word was so broad as to include various classes of goods whicn 
are not of substantially the same descriptive properties—in other 
words, that the application covered, in fact, several trade-mark 
rights instead of one and that the applicant was not entitled 
to secure a single registration covering these several rights. 
This decision was rendered prior to the act of May 4, 1906, 
giving the commissioner authority to establish classes of mer- 
chandise for the purpose of trade-mark registration. This act 
provides that— 





on a single application for registration of a trade-mark the trade-mark 
may be registered at the option of the applicant for any or all goods 
upon which the mark has actually been used comprised in a single class 
of merchandise, provided the particular description of goods be stated. 





In applications filed under this law the question of indefinite- 
ness in the description of the goods can not relate to the merits 
of the application in the same sense as it did in the case of 
Pfister & Vogel Leather Company. In that case the examiner's 
action was equivalent to a requirement for division; but under 
the present practice as outlined in the law above quoted no ques 
tion of division can arise as long as the goods described fall 
within one of the classes established by the commissioner, and 
the objection of indefiniteness raises merely the formal ques 
tion whether the language used is properly descriptive of the 
goods in that class upon which the mark has been actually used. 


i 


It must be held, therefore, that under the present practice 
a question as to the definiteness of the particular description of 
the goods such as here raised may be considered upon petition 
without the payment of an appeal fee. In the case of the 
Empire Knife Company (145 O. G., 763), decided in 1909, a 
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question similar to that here raised was so considered and de- 





termined. 
The particular description of the goods in this instance to 






which the examiner objects reads as follows: 








Gravity and pressure lamps, the portable merchandise units commonly 
known as gasolene incandescent lighting systems, gas-generating machines, 
incandescent-lamp mantles and blow-torches for illuminating purposes. 







the same being specified as falling within official Class No. 34, 





“Heating, lighting and ventilating apparatus, not including elec- 





trical apparatus.” In this description the examiner holds that 





the expressions “pressure-lamps” and “portable merchandise 





units commonly known as gasolene, incandescent lighting sys- 





tems’ are too indefinite to particularly indicate the goods to 





which the mark is applied. 






\pplicant maintains, on the other hand, that the expression 





“pressure-lamp” is a term in common use in the trade and 





while perhaps of rather recent origin is well understood to apply 





to lamps using gasolene or similar oil and with which a tank is 





associated containing air under pressure. He makes substan- 





tially the same allegation as to the expression “‘gasolene incan- 





descent lighting systems,” which are described .as comprising 





a lamp of the general type above referred to in combination 





with a pressure-tank which is connected to the lamp by suitable 


ca Tce 





tubing rather than being made a part of the lamp itself. He 





has filed with this petition circulars illustrating the lamp and the 





system thus described and states that the system is a commer- 





cial unit manufactured and sold as a whole. 








In view of these allegations it is thought that the office should 





accept the terms used by applicant as sufficiently definite for 





the purpose of trade-mark registration. It is suggested by the 





examiner that the “system” referred to by applicant very likely 






comprises separate elements which would be classified else- 





where than in Class 34. This, however, is not controlling, since 





i the objection might obviously be made to many other commercial 





articles in connection with which trade-marks are commonly 





used. If the device here called a “system” is made and sold as 
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a unit and is so recognized by the trade, the trade-mark used 


thereon may properly be registered. 
It must therefore be held that the language adopted by appli- 


cant is sufficiently definite for the purpose of this application. 


The petition is granted. 





—— 


@ 


